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O n 17 Ju ly  2 0 0 1 ,  the Sup rem e  
P e o p le ’ s C o u rt o f  the P e o p le ’ s 
R ep u b lic  o f C h in a issu ed  the “Opinion 
on Several Issues concerning the 
Adjudication of Civil Disputes 
involving Computer Network Domain 
Names" (the “O p inion ” ). T o  
d em on strate  the g o v e rn m e n t’ s efforts  
in p u td n g  C h in a ’ s in tellectu al p rop erty  
p ro te c tio n  m ech an ism s in line w ith  
in tern ational p ra c tic e , the O pinion  
attem p ts to p rov id e au thoritative  
gu id elin es to  the P e o p le ’ s C o urts in  
ad ju d icatin g  d om ain  n am e disputes.

F o llo w in g  C h in a 's  a cce ssio n  to the  
W o rld  T rad e  O rg an isation  on 1 0  
N o v e m b e r 2 0 0 1 ,  the In tellectu al 
P ro p erty  C o u rt o f  th e B eijin g  H igh er  
P e o p le ’ s C o u rt issu ed  the final 
ju d g m en ts fo r six  d om ain  nam e  
dispute ca se s  w h ich  aroused  a lot o f  
in terest a m o n g  a ca d e m ics  and  
p ractitio n ers  in C hina.

T h is artic le  w ill h ighlight the m ajo r  
issu es under the O pinion  and the  
recen t d ecision s b y the B e ijin g  H igh er  
P e o p le ’ s C ourt.

The Opinion

T h e O pinion  w as issu ed  to  unify  
e x is tin g  ru les g o v ern in g  ad jud ication  
o f  d om ain  n am e d isputes, n am ely  
“Directives concerning Adjudication 
of Civil Disputes involving Intellectual 
Property Rights arising from the 
Registration and Use of Internet 
Domain Names" issu ed  b y the H igh er  
P e o p le ’ s C o u rt o f  B e ijin g  in  A ugust 
2 0 0 0  and the “Implementation 
Regulations concerning Registration 
of Internet Network Domain Names" 
p ro m u lg ated  in Ju ly  1 9 9 7 .

B e lo w  is a  su m m ary  o f  the m a jo r  
issu es exp lain ed  in  the O pinion.

Jurisdiction

A rtic le  2  o f  the O pinion  p rescrib es  
that th e In term ed iate  P e o p le ’ s C o urts  
o f  the p la ce  o f  th e alleged  
in frin gem en t o r  the p la ce  o f  the  
d efen d an t’ s d o m icile  shall h ave  
ju risd ictio n  o v e r a  c iv il d ispute  
in vo lv in g  a d om ain  n am e. W h e re  the  
p la ce  o f  the in frin gem en t and the  
p la ce  o f  the d efen d an t’ s d o m icile  are  
difficult to  ascerta in , the lo catio n  o f  
the equipm ent (su ch  as a co m p u ter  
term inal th rou gh  w h ich  the p lain tiff  
d isco v e re d  the d om ain  n a m e (s )) m ay  
be reg ard ed  as the p la ce  o f  the  
infrin gem ent.

T h is  is co n sisten t w ith  ex istin g  
p ra ctice . In past d om ain  n am e  
disputes, the “p la ce  o f  in frin gem en t” 
w as u su ally  in terp reted  as the C h in a  
In tern et N etw o rk  In fo rm atio n  C e n te r  
( “C N N IC ” ), the reg istry  and  
re g u la to ry  b od y  fo r “ .cn ” d om ain  
n am es lo ca te d  at H aid ian  D istrict, 
B e ijin g . A ltern ativ ely , the actio n  can  
b e in itiated  w ith the re lev an t P e o p le ’ s 
C o u rt w h ere the d efendant is 
d om iciled .

Ju risd ictio n al issu es in d om ain  n am e  
disputes in vo lv in g  fo reig n  in terests  
shall be determ in ed  in a c co rd a n c e  
w ith  the d etailed  p rov isio n s under 
P A R T  IV  o f  the Code of Civil 
Procedure. A rtic le  2 4 3  o f  the C o d e  
p rov id es that i f  the su b ject m atter o f  
the dispute is w ithin  the territory  o f  
the P e o p le ’s R ep u b lic  o f  C h in a  
( “P R C ” ), a c iv il law su it b rou gh t  
again st a d efendant not d o m iciled  
w ithin  the P R C  w ill be under the

ju risd ictio n  o f  the P e o p le ’ s C o u rt in 
the lo ca lity  o f  the p lace  o f  the sub ject 
m atter o f  the dispute o r o f  the p lace  
w h ere the alleg ed  in frin gem ent too k  
p lace .

Causes of Action

In g en eral, the c a u se (s) o f  actio n  o f  a  
d om ain  n am e dispute should  be  
d eterm in ed  upon the p articu lar legal  
relationship  betw een  the p arties. In 
ca se s  w h ere the disputed nam e is 
id en tical w ith o r con fu sin gly  sim ilar to  
the p la in tiff  s reg istered  trade m ark , 
the usual cau ses  o f  actio n  are trad e  
m ark  in frin gem en t under the  
T rad em ark  L a w  and unfair 
co m p etitio n  under the A n ti-U n fair  
C o m p etitio n  L aw .

T h e O pinion  also  creates  a new  cau se  
o f  a cd o n  k now n as a “co m p u ter  
n etw ork  d om ain  n am e dispute” . If  the  
nature o f  the legal relationship  
b etw een  the p arties is d ifficult to  
ascerta in , the cau se  o f  actio n  o f  
“co m p u te r netw ork  dom ain  n am e  
dispute c a s e ” ca n  be adopted.

Trade Mark Infringement and 
Unfair Competition

B y  virtue o f  A rtic le  4  o f  the O pinion, 
in the ev en t that each  o f  the fo llow in g  
fa cto rs  is satisfied , the C o u rt should  
determ in e that the defen dan t’ s 
reg istra tio n  an d /or use o f  a d om ain  
n am e co n stitu tes  a trade m ark  
in frin gem en t o r an act o f  unfair  
co m p etitio n :

• the c iv il rights or in terests o f  the  
p la in d ff are  legitim ate and valid ;

• the d efen d an t’ s dom ain  n am e, o r  
the p rin cip al portion  th ereof,
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con stitu tes a co p y , im itation , 
tran slation  or tran sliteration  o f  a 
famous trade mark o f  the  
p lain tiff o r is id en tical w ith  or  
sim ilar to a reg istered  trad e m ark, 
d om ain  n am e, e tc . o f  the p laintiff 
to such  an exten t that it cau ses  
co n fu sio n  am o n g st the relevant 
p u b lic;

• the defendant d oes not en jo y  any  
rights in the d om ain  n am e, or the  
p rin cip al p ortion  th ereof, and has  
no legitim ate  reaso n  to reg ister  
an d /o r use the d om ain  n am e; and

• the d efen dan t’ s reg istra tio n  and/or  
use o f  the d om ain  n am e is in bad  
faith.

What Amounts to “Bad Faith”?

F r o m  the series o f  d ecid ed  ca se s  on  
d om ain  n am e disputes, th ere is a 
rem ark ab le  trend that, w h ere the  
p lain tiff is able to establish  bad faith 
on  the p art o f  the ap plicant, the C ourts  
tend  to take the view  that the dom ain  
n am e in fringes the trade m ark  rights  
o f  the p lain tiff o r am oun ts to an act o f  
u nfair com p etition . U n d er the  

O pinion, i f  the d efen d an t’ s con d u ct 
con stitu tes  any on e o f  the fo llow in g , 
the P e o p le ’ s C o u rt should  p resum e  
that the defendant acted  in bad faith in 
using an d /o r applying to  reg ister the  
d om ain  n am e:

• reg isterin g  the fam ou s trad e m ark  
o f  others as a d om ain  n am e for  
co m m e rcia l p u rposes;

• reg isterin g  an d /o r u sin g a dom ain  
n am e and letters id en tical w ith or  
sim ilar to the p la in tiffs  registered  
trad e m ark , d om ain  n am e, e tc . and  
d eliberately  cau sin g  con fu sion  
w ith p rod u cts o r  serv ices  p rovided  
by the plaintiff, o r  w ith the  
p la in tiff  s Internet w eb site , to  
m islead  Internet users into visiting  
the d efen d an t's  w eb site  o r  other  
w eb sites fo r co m m e rcia l purposes;

• h avin g offered  to sell, lease or  
o th erw ise  tran sfer the dom ain  
n am e at a high p rice  w ith  a view  to  
ob tain ing unfair benefits;

• the defendant neither uses nor 
intends to use the d om ain  nam e  
after its reg istration , but 
in tention ally  preven ts the  
reg istration  o f  the d om ain  nam e by  
the en tity  having leg itim ate  rights  
th erein ; or

8  . .

• oth er c ircu m sta n ce s  in volv in g  bad  
faith.

T h e presum ption  w ill be reb u tted  if  
the d efen dan t p rov es that the d om ain  
n am e has acq u ired  a certa in  d eg ree  o f  
fam e b efo re  c o m m e n ce m e n t o f  the  
civ il a ctio n  and is d istin gu ish ab le fro m  
the p la in tiff  s reg istered  trad e m ark , 
d om ain  n am e, e tc . o r i f  th ere  are o th er  
circu m sta n ce s  to  p ro v e  that the  
defen dan t did not act in bad  faith  in  
reg isterin g /u sin g  the re lev an t d om ain  

nam e.

Designation of Famous Trade 
Marks

A rtic le  6  o f  the O pinion sp ecifica lly  
em p ow ers the P e o p le ’ s C o u rt to  
d eterm in e w h eth er a reg istered  trad e  
m ark  in v o lv ed  in a d om ain  n am e  
dispute is a fam ou s trad e m ark  upon a 
p a rty ’ s (u su ally  the p la in tiff  s) req u est 
and the c ircu m sta n ce s  o f  th e ca se . T h e  
e x e rc ise  o f  th e C o u rt’ s p o w er under 
the A rtic le  w ill b e illustrated  below .

Relief

U pon  the P e o p le ’ s C o u rt’ s 
d eterm in ation  that the d om ain  n am e in  
issu e co n stitu tes  a  trad e m ark  
in frin gem en t o r  an a c t o f  u nfair  
co m p etitio n , the C ourt m ay  o rd er the  
d efendant to c e a se  the in frin gem en t 
an d /o r ca n c e l the reg istra tio n  o f  the  
d om ain  n am e or, at the req u est o f  the  
plaintiff, o rd e r that the d om ain  n am e  
be reg istered  in the n am e o f  the  
plaintiff. T h e defen dan t m a y  a lso  be  
liable fo r d am ag es to the p la in tiff i f  
the p la in tiff has suffered  actu al  
fin an cial loss.

The Final Judgments of the 
People’s Court

O n 15 N o v e m b e r 2 0 0 1 ,  the B eijin g  
H igh er P e o p le 's  C o u rt issu ed  the lo n g -  
aw aited  final d ecision s fo r the  
fo llo w in g  six  d om ain  n am e disputes:

Inter Ikea Systems B.V. v. Beijing 
Cinet Information Systems Company 
Limited -  IP  D ecisio n  N o. 7 6  o f  2 0 0 0  
b y the H ig h er P e o p le ’ s C o u rt

The Procter & Gamble Company v. 
Beijing Tiandi Electronics Group -  IP  
D ecisio n  N o. 2 7  o f  2 0 0 1  b y the  
H igh er P e o p le ’ s C ourt

E.I.Du Pont De Nemours and 
Company v. Beijing Cinet Information

Systems Company Limited -  IP  
D ecision  N o. 4 7  o f  2 0 0 1  by the  
H igher P e o p le ’ s C ourt

Cartier International B.V. v. Beijing 
Cinet Information Systems Company 
Limited -  IP  D ecision  N o. 13 o f  2 0 0 1  
by the H igh er P e o p le ’ s C ourt

Pfizer Inc. v. Shenzhen Wanyong 
Information Network Company 
Limited -  IP  D ecisio n  N o. 4 8  o f  2 0 0 1  
by the H igh er P e o p le ’ s C ourt

The Procter & Gamble Company v. 
Beijing Cinet Information Systems 
Company Limited -  IP  D ecision  N o. 
8 3  o f  2 0 0 0  by the H igher P e o p le ’ s 
C ourt

T h ese d ecision s are the first b atch  o f  
final d ecision s issued  by the P e o p le 's  
C ourt in re latio n  to civ il d isputes  
in volving reg istration s o f  “ .cn ” third  
level d om ain  n am es w hich  are  
id entical to the reg istered  trade m arks  
ow ned b y foreign  enterprises. A s  
usual, the cau ses  o f  actio n  w ere trad e  
m ark in frin gem ent and unfair  
com p etition .

N on eth eless, tw o new  issues em erg ed  
fro m  th ese d ecision s:

1. Is the P e o p le ’ s C o u rt em p ow ered  
to designate “fam ou s” trad e  
m ark s?

2 . G iven  the in ad eq u acy o f  the  
curren t reg u la to ry  fram ew o rk  o f  
d om ain  n am es in C hina, w h eth er  
the C o u rt can  apply re lev an t  
in ternational treaties in the  
ad jud ication  o f  dom ain  n am e  
d isputes?

Designation of Famous Trade 
Marks

T rad ition ally , the p o w er to d esig n ate  
fam ous trade m arks lies w ith the  
T rad em ark  O ffice  and the T rad em ark  
R ev iew  and A d ju d ication  B o a rd  o f  the 
State A dm inistration  o f  In d ustry  and  
C o m m e rce  ( “S A IC ” ). S ub seq u ent to  
the p rom u lg ation  o f  the Tentative 
Regulations concerning Recognition 
and Administration of Famous Trade 
Marks in 1 9 9 6 , only around 2 0 0  
d om estic  trade m arks are  reco g n ised  
as fam ou s trad e m arks and the  
authorities h ave not co m m e n ce d  
exam in ation  o f  any ap p lication  filed  
by foreign  trad e m ark  ow n ers fo r the 
status o f  fam ou s trade m arks.

Computers & Law
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B e fo re  the p rom u lg ation  o f  the  
O pinion in Ju ly  2 0 0 1  and the revised  
Trademark Law w h ich  c a m e  into  
effect on  1 D e ce m b e r 2 0 0 1 ,  the  
question o f  w h eth er fam ou s trade  
m arks can  b e  d esig nated  b y the  
P e o p le ’ s C o u rt had b een  under debate  
w ithin the ju d ic ia ry  in C h in a and it 
w as not ce rta in  w h eth er the  
ad m inistrative d ecisio n  b y  the S A IC  in  
d esignating fam ou s trad e m arks ca n  be  
sub ject to a ju d ic ia l rev iew .

In its recen t d ecisio n s, the B e ijin g  C ity  
H igh er P e o p le ’ s C o u rt to o k  a  robust 
step in e x e rc is in g  its p o w e r u nd er the  
O pinion to d esig n ate  fam ou s trade  
m arks.

In the Dupont c a se , the P e o p le ’ s C o u rt 
reco g n ised  that D u pont is a fam ou s  
trade m ark  in C h in a b ased  upon the  
fo llow in g  factors:

1. R eg istration s fo r “D U P O N T ” in  
various c la sse s  in C h in a;

2 . Substantial sales figures fo r the 
go od s under the “D U P O N T ” trade  
m ark  in C h in a (U S D 2 2 3 ,0 Q 0 ,0 0 0  
in 1 9 9 7 ) ;

3 . Substantial ad vertisin g  and  
prom otional exp en ses  fo r the  
go od s under the “D U P O N T ” trade  
m ark  in C h in a (U S D  1 ,4 8 2 ,0 0 0  in  
1 9 9 7 ) ;

4 . W id esp read  aw aren ess o f  the  
“D U P O N T ” trade m ark  am o n g the  
relevant p ub lic; and

5 . P rem iu m  q uality  o f  the go od s  
under the “D U P O N T ” trad e m ark.

O n the oth er hand, the C o u rt rev ersed  
the first in stan ce d ecisio n  b y  the  
B e ijin g  N o .2  In term ediate  P e o p le ’ s 
C o u rt to d esignate IK E A  as a fam ou s  
trad e m ark  on the b asis  that as at th e  
d ate  o f  ap p lication  o f  the  
“ik e a .c o m .c n ” d om ain  n am e ( 1 9  
N o v e m b e r 1 9 9 7 ) ,  the IK E A  trade  
m ark  w as not fam ou s in C h in a (IK E A  
o p en ed  its retail shops in S hanghai 
and B eijin g  in 1 9 9 8 ) .

It rem ain s to be seen  w h eth er those  
fam o u s trade m arks (p articu larly  
fo re ig n  trade m arks) re co g n ise d  by the  
P e o p le 's  C ourt in d om ain  nam e  
d isputes will be afford ed  the sam e  
lev el o f  recog n itio n  and p rotection . In  
p ra c tic e , a p laintiff in a  d om ain  n am e

dispute should  in clu d e a sep arate  
c la im  fo r the C o u rt’ s d eterm in ation  
that his trad e m ark  is a fam ou s trad e  
m ark  w h en  p reparing the S ta tem en t o f  
C la im  and p rovide ev id en ce  to  that 
effect.

Application of International 
Treaties

U n d e r A rt. 1 4 2  o f  the General 
Principles of Civil Law, in the ev en t  
that d o m estic  c iv il law s are  not 
co n sisten t w ith in tern ational trea ties  to  
w h ich  the P R C  is a s ig n ato ry  in  
re sp e ct o f  legal issu es in volv in g  
fo re ig n  p arties, the p rov isio n s o f  the  
re lev an t in tern ational tre a ty  shall 
apply . A cco rd in g  to  Ju d g e  C h en g  
R o n g sh u n , th e C h ie f  Ju d g e  w ho  
d eliv ered  the final ju d g m en ts  in five  
o f  the ab o v e-m en tio n ed  d om ain  n am e  
disp utes, this m ech an ism  w as rare ly  
in vok ed  in in tellectu al p rop erty  
disputes as the m ajo rity  o f  civ il  
actio n s filed  w ith the P e o p le ’ s C o u rts  
did not in volv e  foreign  p arties.

In the fo u r final d ecisio n s again st 
B e ijin g  C in et, the C o u rt ad ju d icated  
that the reg istration s o f  the d om ain  
n am es “d u p o n t.co m .cn ” ,
“c a rtie r .c o m .c n ” , “ik e a .c o m .c n ” and  
“w h isp e r.co m .cn ” vio late  A rtic le  
lObis o f  the Paris Convention for the 
Protection of Industrial Property 
w h ich  prohibits any a c t o f  co m p etitio n  
co n tra ry  to hon est p ra c tice s  in  
in du strial o r  co m m e rcia l m atters, and  
co n stitu te  an  a c t o f  u nfair co m p etitio n  
und er the Anti-Unfair Competition 
Law. A cco rd in g ly , the C o u rt ord ered  
the ca n ce lla tio n  o f  the ab o v e -  
m en tion ed  d om ain  n am es.

F u rth e rm o re , in the Dupont c a s e , in  
v iew  o f  A rtic le  6b is o f  the P aris  
C o n v en tio n , the C o u rt co n clu d ed  that 
“D U P O N T ” , a fam ou s trad e m ark  in 
C h in a, should  be afforded  sp ecial  
p ro te ctio n  again st u nau thorised  
im itatio n  and the d om ain  n am e  
“d u p o n t.co m .cn ” co n stitu tes  an  
in frin gem en t o f  the fam o u s trad e m ark  
“ D U P O N T ” .

Conclusion

T o  sum  up, the O pinion and the re ce n t  
d ecision s b y the B e ijin g  H igh er  
P e o p le ’ s C o u rt laid  d ow n  the

follow in g gen eral p rinciples in  
resolv in g  d om ain  nam e disputes in  
C hina:

1. A  reg istered  “ .cn ” d om ain  n am e  
w h ich  is id entical w ith a reg istered  
trad e m ark  o f  others d oes not p er  
se con stitu te  a trade m ark  
in frin gem ent unless the p la in tiff  s 
reg istered  trade m ark has been  
d esig nated  by the S A IC  o r  the  
P e o p le ’ s C o u rt as a fam ou s trade  
m ark.

2. N o n eth eless, the reg istration  o r  u se  
o f  such  a dom ain  n am e w ill 
am oun t to an act o f  unfair  
co m p etitio n  provided  that e a ch  o f  
the c rite ria  set out at A rtic le  4  o f  
the O pinion  is satisfied.

3. In a d om ain  nam e dispute  
in volv in g  a foreign  p arty , the  
P e o p le ’ s C o u rt m ay apply the  
p rov isio n s o f  relevant in ternational 
treaties (to  w hich  both the P R C  
and the h om e cou n try  o f  the  
foreign  p arty are sign atories) to  
reso lv e  the disputed legal issu es if  
there is any co n flict b etw een  the  
relevant d om estic  law s and  
in tern ational treaties.

4 . T h e P e o p le ’ s C o u rt is em p ow ered  
to  designate fam ou s trad e m arks. 
In p ra c tice , h ow ever, the C o u rt  
w ill e x e rc ise  the p ow er on ly  i f  
there is co m p ellin g  ev id en ce  to  
p ro v e  that the relevant trad e m ark  
is fam ou s in C hina as at the d ate  o f  
ap p lication  o f  the d efen d an t’ s 
d om ain  n am e.

U n q u estion ab ly , the O pinion and the  
d ecision s not only provide u seful 
guidelines fo r reso lv in g  d om ain  n am e  
disputes in C h in a, but also illustrate  
the robust ap p roach  o f  the P e o p le ’ s 
C o u rt in applying relev an t 
in ternational treaties to supplem ent 
d o m estic  law s. It is e x p ected  that the  
O pinion and H igh er P e o p le ’ s C o u rt’ s 
d ecision s w ill im p ro ve the fram ew ork  
fo r reso lv in g  c iv il disputes in volv in g  
“.cn ” d om ain  nam es.

*  This paper is an updated version of an 
article of the same name recently published 
in the December 2001 issue of “Focus” and 
the March 2002 issue of “HK Lawyer” 
journal.
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