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Zntroductiorii : 

Compilations as a group, the general type of 'fact' works such as 
almanacs, encycloplaedias, catalogues, dirator'ies, etc., are within tha 
scope of the Copyright Act 1968 (Cth.) through the operation of two 
sections in the definition portion of the Act: the extended meaning given 
to 'literary work' by the amended definition and case law; and in the 
case of charts and maps, as drawings within clause (a) d 'aftistic works'. 
The purpolse of this paper is not to attempt to give the currant law on 
any specific area of compilations; the law of headnotes, telephone dire- 
tories, etc., bult to examline the principles and precepts which the Courts 
have dmdoped in the course of deciiding whethar a compilation does or 
does not have copyright protaction, and if so, was it infringed. While 
many of these precepts are common to all facets of copyright, there are 
scme significant differen- in regard to them 'fact' works. 

Many d the qua t ios  which to this day dominate discussions involving 
complilatioas, had their o~igins close to two centuries ago. These early 
cases set out the principle that an idea or topic involving natural 
phenomena, fads, etc., was open to all; the first in the field could not 
monoplolize it.l All who followed could take from the common stock of 
human knoiwledge and use another's wolrk as a reference rtool; but $hey 
must do &air own work.2 While certain faots are in the publlic domain, 
this d m  not mean that you could appropriate your predecessor's ex- 
pression of these Eacts.3 The beginning of the nineteenth century also 
saw the appliwb~a of a common law 'fair use' doctrine 'Po colmpilations; 
then as now the problem has k e n  to ddermine the line Which separates 
'fair use' from illlfringement.4 h t a r  the questions came to involve cojn- 
mpts such as 'originality', 'skill', and rhe amount of effort or expense 

* B.A. (U.N.B.), LL.B. (U.N.B.), Barrister and Solicitor of the New Bruns- 
wick Bar (Canada). 

1 Sayre and Others v. Moore (1785) 1 East. 359, 102 E.R. 139 (n.) (K.B.); 
also see Matthewson v. Stockdale (1806) In Ves. 270, 33 E.R. 103 (Ch.). 
Not only docs this reluctance cover ideas, i t  also will not protect an author's 
'style' of writing: McMahon v. Prentice-Hall Inc., 486 F. Supp. 1296 ( E D .  
No. 1980) (a psychology text book written in a 'light' style). 

2 Cary v. Fadon (1799), 5 Ves. 23, 31 E.R. 453 (Ch.); see also Longman v. 
Winchester (1809) 16 Ves. 2693 33 E.R. 987 (Ch.). 

3 Baily v. Taylor (1829) 1 Rum. and M.73,39 E.R. 28 (Ch.). 
4 Cary v. Kearsley (1801) 4 Esp. 168, 170 E.R. 679 (K.B.); also Wilkins v. 

Aikin  (1810) 17 Ves. 422, 34 E.R. 163 (Ch.). 
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needed More copyright would subsist when the f i d  result or article 
was very simple in character, but represented the culmination of a long 
and expnsive developmenit process. 

In the last section, I will examine the impact that the growth in the 
number of computers has had on compilstions: this specifically in the 
policy dabate concerning the wisdom of allowing the computer operarolrs 
to have 'unrestricted input' of copyright proltmted works. The question 
is really one of balance: the rights of socielty versus the rights of copy- 
right owners. The dispulte here is between those who advocate liability 
only upon 'output' or actual copying of a work, in the name 04 
advancing the frontiers of science; and the oither group, the 'traditiona- 
lis*s', Who oppose any limitation or erosion of the present scope of copy- 
right cm the grounds that such acition will eventually lead to a situation 
where authors will feel explloited and refuse to publish new works. In 
the end, both society and the data base operators will lose; if nothing of 
merit is published, the right of 'unres~tricitad input' to the computers 
would be worthless. 

Nor Protect Subjects : 

The concept that no one holds title to a topic is compilation's m'ani- 
festation of the ideaJexpression didhotmy. Lord Mansfield C.J. held 
in the early map case of Sayre and others v. Maore,5 decided in 1785, 
that although the defendant had made extensive use of the plainltiff's 
four maps, that was allowed since the ddendant had then gone on to 
correct and improve the plaintiff's work, and that the fidd was open to 
all; the plaintiff's maps had only given him copyright to those: not the 
area they illustratd : 

The Act that secures copy-?i&t [sic] to aulthors guards against 
the piracy of the words and sentiments; but it dues not prohibit 
writing an the same subject. As in vhe case of histories and dic- 
tionaries; in the firs~t, a man may give a relation of the same facts, 
and in the same order of time; in the latter an interpretation is 
given to the identical same words.6 

In 1806 a case involving an extensive appropriation of the plainttiff's 
directory, an East Irrdia Calendar o f  the Indlian establishment, came 
before the Lolrd Chancallor, Lord Erskine: Matthewson v. S tockd~ le .~  
In dimissing the application to dissolve the interim injunction Lord 
Erskine held that the extent of Phe copying here was too great to allow 
sales to continue Moire the matter came to trial; the expense and labor 

5 Sayre and Others v. M o o ~ e  (1785) 1 East., 102 E.R. 139 (n.) (K.B.). 
6 Ibid a t  p. 140 (Emphasis added). This philosophy has been recently 

questioned by an American con~mentator. Hopkins makes the argument 
that in today's societ.y, when most individuals will ncver own anything of 
value aside from their entitlement to funds from either the government 
or private companies, i.e. salaries and pensions, people should 'be allowed 
to protect. their one chnnce of economic betterment, ideas, for a limited 
period: David B. IIopkins, 'Ideas, Their Time Has Come: An Argument 
And a Proposal for Copyrighting Ideas', Albany Law Review 46 (1981-82): 
44.1478 - - - . - . 

7 Matthexson v. Stoclzdale (1806) 12 Ves. 270,33 E.R. 103 (Ch.). 
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elf the plaintiff's would be protected, 'though there could be no copyright 
in an Indian Calendar, gent~ally' .~ Lord Eldon, L.C., in rhe Court 
Calendar case (a directory of the leading members of the Royal Cmrt  
as wall as the City of London), Longman v. Winchester,%eld that the 
defendants' work sfhowad extensive use of the plaintiff's, and therdore 
failed to meeit his 'fair fruit' test which would allow copyright in any 
toplic, as long as you did your own work: '[Blut I have said nothing, 
rhat has a tendency to prevent any person fron~ giving to the public a 
work of this kind; if it is the fair fruit of original labor: the subject being 
open to all the worldY.l0 

Use of Pre-existing Works : 
In thme compilation cases, map-books, directories, almanacs, etc., 

What the Courts are protecting is the time, expense and labour that the 
author has expended upon his work. That an earlier work folrmed p p t  
of the foundation for the new work did not matter in most cases; this 
tor two reasons. The first was that moist of the works explored topics Which 
were plart of the common stolck of human knowledge - etc. -and math- 
ematical c'harts, histories, etc., and therefore were open (to all to discuss. In 
these cases, all that an author could protect was his 'expression' of the 
material and because of the very nature of the subjwt matter, his scope 
was severely limited. The result is that while a 'factual' work may be 
protected by copyright, the protection in most cases will be an extremely 
thin veil: nolt a shield.11 The second is rhat from the earliest cases, i.e. 
Sayre and others v. Mmre, supra, the Courts have alloiwed subsequent 
authors considerable latitude i11 their use of pirevious works, as long as 

8 Ibid at  pp. 105-6. 
9 Lonyman v. Winchester (1809) 16 Ves. 269,33 E.R. 987 (Ch.). 

10 Ibid at  p. 988. Two later cases dealing with the artistic aspect of copyright 
givcs particular emphasis to this problem. I~icre, the concepts were so 
sirr~ple and the drawings 20 elcmcntary, t l ~ a t  to allow the first author copy- 
right would be to  givc him a virtual monopoly on the field: McCrum v. 
Eisner (1917) 87 L.J. Ch. 99 (Ch.). (Peterson J.), a postcard of a harried 
military recruit in basic training; and Kenrick v. Lawrence and Co. (1890) 
25 Q.B.D. 99 (Wills J.), the voting card case - a small card illustrating 
the voting process for thc illitcrate. Here Wills J., held that while copy- 
right may exist in the plaintiff's design, the drawing being so basic, only an 
exact copy would infringe; at p. 103: 

'If he has a copyright in the subject there is a colorable imitation, because 
the subject is not altered by changing thc position (the hand and adding 
the indication of a shirt slceve). But i t  is clcar that there is no copyright 
in a subject. As far as l l ~ e  m:mncr of treatling the subject, there can be 
no copyright in that, for if thcy are to be represented at  all, it is impossible 
to trcat it in any other way.' [Emphasis in orig.nal1. 

11 Just how thin this can sometimes bc 1s shown in the 'voting card' case of 
Kenrick and Co. v. Lawrence and Co. (1890) 259 B.D. 97 (Ch.), whcre 
Wills J., held that while the plaintiff's card may be protected by copyright, 
the idea/cxpression problem was so close in this case that the scope of the 
expression was practically limited to the plaintiffs design: therefore, infringe- 
ment would require almost exact duplication: a t  p. 104. 

'[Tlhe degree and kind of protection given must vary greatly with the 
character of the drawing, and that with such a drawing as we are dealing 
wit,h the copyright must be confined to that which is special to the 
individual drawing over and above the idea - in other words. the copyright 
is of the extrerncly limited character which I have endeavoured to describe. 
A square can only be drawn as a squarc, a cross can only be drawn as a 
cross, . . .' 
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t h y  then apply a sufficient amount of corrections, or arrangement, to 
improve, for some particular use, tlhe pre-existing work: 

The same principle holds with regard to charts; whoever has it in 
his intention to publish a chart may take advantage of all prior 
publications.. . If an erroneous char8t be made, God forbid iit 
srhould not be corrected even in a small degree, if it thereby became 
more serviceable and useful for the purposes rto which it is applied. 
But here you are told, that there are various and very material 
alterations. . . The defendant therefore has been correcting errors, 
and m t  serviley copying.1" 

The concept of correcting and improving the work of mrlier authors 
was applied by Lord Erskine L.C. in Matthewson v. Stockdale, supra, in 
the India Calendar case. In making an analogy to the map cases, he 
found only servile copying, nothing in the nature of an improvement to 
the olfiginal which would confer a new ~opyrighlt.l3 In Lewis v. Fullar- 
ton,14 Lord Langdale M.R. found only 'habiltual' copying, no improve- 
ments or corrections which would invest the dsfendant's gazetter with 
copyright.15 While in the cases of maps and charts it was clear that one 
could autually take the pre-existing work and use this as a base folr one's 
corrections and alterations, in the case of directories and lists, this fidd 

12 Sayre and Others v. Moore (1785), 1 East. 359, 102 E.R. 139 (K.B.) per 
Lord Mansfield .C.J. (Emphasis added). The del'cndant there had redrawn 
the previous work and based it upon the Mercator projection system, 
thereby making the older work suitable for use in navigation. 

In 19'84,.Mr Justic,e Whitford had the opportunity to  re-afirm these early 
principles in a case wh~ch saw the plaintiff charge substantial copying of his 
Daily Telegraph map by the appropriation of the plaintiff's selcction and 
spelling of minor features, and colour. This was enough to infringe, in 
their view, even though it  was agreed that, the third defendant had t,he 
right to use Geographia's map as one of his sources, and also despite the 
fact that t,he defendants' map looked nothing like the plaintiffs': Geographia 
Ltd.  v. Penguin Books Ltd .  and ohhers, [I9851 F.S.R. 208 (C1i.D.). As no 
errors were copied (p. 219), the plaintiff was corripelled to base his case 
upon the proposition that while it  was agrecd that any 'map of the world' 
would show identical major features, the same selection of many towns of 
minor or no significance does indicate a strong probability of copying. The 
third defendant cart,ographer esplaincd this choice of the same 'minor' 
features by showing that many had, since the making of the plaintiffs' map, 
become significant because of the construction there of airfields, railroads, 
etc. As to the use of identical 'incorrect' spelling of certain obscure names, 
in most cases there appeared to be general uncertainty as t o  just what the 
proper usage in fact was. The only aspect on which substantial copying 
could be shown was in the use of colour; thrre the same shades for 100 
of 133 countries. Howcver His Honour was unable t,o find for the plaintiffs 
on this basis alone as he felt that the ob$ervation by Lord Reid in Ladbroke 
(Football) L td .  v. Fvillinm Hill (Football) Ltd., [I9641 1 W.L.R. 273 (H.L.), 
required much more: i.e. that 'substantial' refers more t o  the quality of 
what is taken than tlie quantity. In  this case, Penguin had not crossed the 
quality threshold as it  was admitted by the plaintiff that the mere use of 
identical hues to  distinguish coilntrics 'is not really of anv great signifi- " - - 
cance' (pp. 218-9). 

In the final paragraph of his judgment, Mr Justice Whitford sets forth 
his assessment of the approach t o  be adoptcd in cases of this nature (p. 
219): 'In the map case, even if, on a close examination, there be some 
apparent similarity in the finer features the qurstion is always going to 
remain as to  whether having rcgnrd to the quantity and quality of the 
information taken there has been any real prcjudlce to  the interests of the 
copyright owner.' 

13 Matthewson v. S t o c k d a l ~  (1806) 12 Vrs. 270, 33 E.R. 103 a t  p. 105 (Ch.). 
14 Lewis v. Fullnrton (1839) 2 Beav. 6,48 E.R. 1080 (Rolls Ct.). 
15 Ibid, a t  p. 1081. 
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Was also open to all, but the newcomer here had to do more than merely 
correot earlier works; he had to go to the primary sources and cmplile 
his own list from scratclh - not merely update an earlier one.lG In the 
words of Lord Eldon L.C. in h n g m a n  v. Winchester,l7 an exact dupli- 
cate may be made, because of the nature of the material, but it will only 
infringe if it is a mere copy of the other, not the result of mining The 
original sources: '. . . two men perhaps mighlt make the same selection: 
but that must be by resorting to the original authors, nolt by taking 
advantage of the selection, already made by another'.ls 

In those cases where you do build on pre-existing works, the new 
material that you add in the form of corrections or additional material 
will be protected, though the original base material may be the subjwt 
of another's copyright or in the public domain. In Cary v. Longman and 
Rees,lg Lord Kenyon C.J., took pains to make clear the point that 
copyright will subsist in !this new material even though the author may 
have no claim to other material or sections of the work. In denying an 
application for a n m  trial, Lord Kenyoin was satisfied copyright could 
exist in part of a work, and that in this instance, the defendanit had 
infringed this copyrighted portion when he appropriated verbialtim 91 10 th~  
d the plaintiff's alterations and additions !to the original Rolad Book.20 
In these cases where the Court does find that the amount and use made 
of the plaintiff's work does indeed infringe, it can follow one of two 
possible courses if it decides to enjoin distribution. If the infringing 
material forms only a minor part of the offending work then onlly the 
offending part will be restrained. However, should the nature of the 
appropriated material be such that if it is removed, 'there would be 
nothing I d t  to publlish except a few broken sentences. . .',21 then the 
work itself will be restrained. 

Use of Errors : 
After the plaintiff had ,shown that he was entitled lo  copyright i8n his 

directory or mwp, etc., the problem then became: hour do you determine 
if a colpy is olrigind wolrk or an infringing copy ? One obvious solution 
B to clompare .the works for common errors, or folr rnaterhl that origin- 
ally existed olnly in 'the plaintiff's wolrk and in none of the olther pre- 
existing common sources. This use of co1m:mon errors bad an early 
application by Lolrd Loaghborough L.C. in Cary v. F~deen,~2 the early 
Rod-Book  case. In determining 'that there had been ex'temsive copying 
of the plaintiff's 'India Directory' in Matthewson v. Sto~kdale,~3 Lord 
Erskinte L.C. approved of this methold of Lord Loughblorough's and 
gave the foillowing example of its utility: 

16 Cornish v. Upton (1861) 4 L.J. ( N  .S.) 862 (Ch.) .  
17 Longnznn v.  Winchester (1809) 16 Yes. 269,33 E.R. 987 (Ch.). 
18 Ibid, at pp. 987-8. 
19 Cary v. Longman and Rees (1801), 1 East. 367, 102 E.R. 138 (K.B.). 
20 Ibid, at p. 139. 
21 Mawman v. 2'eqg (1826), 2 Russ. 385, 38 E.R. 380 (Ch.), per Lord Eldon, 

L.C., at pp. 3854.  
22 Cary v. Faden (1799), 5 Ves. 23,31 E.R. 453 (Ch.). 
23 Matthewson v. Stockdal~e (1806), 12 Ves. 270,33 E.R. 103 (Ch.). 
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. . . the roads, and every memorable place in England, being open 
to both parties, the one had made use of the other's work, as 
informatioa, which he was to add to, or improve; nolt to make a 
servile copy. It turned oat in these cases, lehat the very errors were 
copied. The charts, representing 25 fathoms of water, where t%ere 
was dry I'and, woluld have wrecked the mariner. In the Road-Book, 
where Mr. Justi~ce Grase's beautiful seat, The Priory, is noticed, 
an error in printing his nlame was exactly copied.24 

Three years following r h t  application by Lord Loug>oro8ugh L.C., 
in Cary v. Faden, supra, Lord Ellentborough used the same system anld 
detected common errors in andthelr Road-Boolk case; there blotth used 
Filmer Hill for Farmer's Hill and called 'the Duke of Beaufort's Arms 
the Duke of Boul'ton's Arm's.2Vhe defendant's works in Jalrrold v. 
Houlston26 (The  Reason W h y  - a science text for young people wlhiah 
had infringed the plaintiffs copyright in The Guide to Science), contained 
as one of its headings under 'heat', the wolrd 'convection'. The Court 
found this unusual as 'that word was not employed in a like capacity in 
any d the source mwterid other than the plaintiff's wolrk; a work which 
the defendant denied using: not ccmdusive in itsdf bu't of considerabmle 
~e igh t .~7  The search in these cases is for what Lord Langdale in Lewis 
V. Fullarton28 called animus fumndi, the intent to appropriate the work 
of anolther.29 

24 Ibid, a t  p. 105. 
25 Cary v. Kearsley (1802) 4 Esp. 168, 170 E.R. 679 (K.B.). In Cornish v. 

Upton (1863) 4 L.T. (N.S.) 862 (Ch.), V. C. Wood noted the use of errors 
in finding the defendant printer guilty of infringing the plaintiff's Directory 
for Birmin~ham; i.e. 'Air gun trigger manufacturer' instead of the correct 
'hair trigger gun manufactnrer' as a trade description. This presumption of 
copying which the finding of common errors creates is such a desirable 
feature that some data base authors have begun to purpo'sely include errors 
in their works to  facilitate such a situation: John Palmer, 'Copyright and 
,Computer Data Bases', Industrial Property and Copy~ight Law 14 (1983) : 
200 (Note 17). 

26 Jarrold v. EIoulton (1857), 3 K. and J. 708, 69 E.R. 1294 (Ch.). 
27 Ibid, a t  p. 1298, per Sir W. Page-Wood V.C. 
28 Leuis v. Fullarton (1839), 2 Beav. 6,48 E.R. 1080 (Roll Ct.). 
29 Ibid, a t  p. 1081. The consequence of a finding of identical errors and 

omissions will be a very strong presumption of copying. In Weatherby and 
Sons v. Galopin Press Lid. (1928-35) Mac G. Cop. Gas. 297 (Ch.D.) (1931), 
Eve J., held that for the delendant to rebut this presumption of copying 
from the plaintiff's The Ge~zrral Stud Boolc, i t  was essential for him to be 
able to  producc his original notes to confirm that he went to the original 
sources. In t,his instance, the defendant gave evidence that he had destroyed 
hi; original notes as they were typed; in the words of the report a t  p. 299: 

Commenting on the evidence, the learned judge said it was a piece of 
suicidal folly, if, in fact,, hc had resorted to independent sources for his 
information, for the defendant to destroy the material which would have 
done so much to free him from the aspers:on which was now cast upon him 
of copying and making use of the plaintiff's work for his own purpose.' 

This indicia of infringement was again considered in Geographia Ltd. v 
Penguin Books Ltd. and others, [198.51 F.S.R. 208, 219, by Mr Justice 
Whitford; there the errors in the plaintiff's map were found not to be 
copied into the Penguin map. Note in this statement that the absence of 
errors in the defendant's work is a t  best a partial defence and does not 
prove innocence: 'The fact that no errors were copied from one map t o  
the other cannot prove that there was no copying, though if such errors 
had been taken from one map to the other that might indeed have required 
some very convincing explanation.' 
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Defences : 

This period also saw the emergence of the 'fair use' dodtrine and 'non- 
sublstantial' copying, as defences. Although the scope of 'fair use' appears 
to have been quite wide at first, over the years this has narrowed con- 
~ i d e r a b l y . ~ ~  In Cary v. Kear~Iey,~l the 'Road-Book case' containing the 
highway maps and charts of distances for England and Wales, Lord 
Ellenborough allowed a wide use of copyrighted material in those cams 
dealing with facts, figures, lists, etc., as long as the defendant went cm to 
improve the original, to make the necessary colrrections and to include 
enough additional material that would evidence sufficienft effort and 
labour to make the new work his own and not just a colorable attempt 
to reproduce the plaintiff's work.32 This dud between the private pro- 
prietary right of the individual aulthor given by copyright and the 
right of society to knowledge, is shown in his concluding words: 

'. . . while I shall think mysdf bound to secure every man in the enjoy- 

ment of his copy-Fight, one must not put manacles on sciencece'.33 Lord 

Eldon L.C. in Wilkin v. Aikin,34 recognized the defendants7 right to 

quolte from copyrighted works, bult severely limited this right, lest it 

became a mere ruse for appropriating a previous work." In that case 

the dofendants' essay on 'Dor'ic Architecture', consisting of twenty-three 

pages and m e n  plates, only copied threle of the plaintiff's sevenlty-four 

pages. In his opinion this was a matter of degree in each case, and 

depended not only upon the quantity copiad, but also the use to which 

30 In  Leslie v. J. Young and Sons (1894) A.C. 335 (H.L. (Sc.) ), their Lordships 
found four pages out of forty, an 'cxcursion guide', talien from the plaintiff's 
pocket railway guide, t,o infringe as an unfair use. In the current act, such 
a consideration would come within the ambit of S. 14 as a substantial part, 
as now fair dcaling is l~niitcd prinlarily to research and study; i.e. S. 40. 
Also, it would appear t,hat since s. 40 speaks of such 'fair dealing' as not 
constituting an infringement, other dealings involving a like qnantily must 
be an infringement,. As t,hie sect,ion also spcaks of 'reasonable portion', 
s. 40 (3) (6) - and this is definrd (albeit for other purposes) in s. 10 (2) 
a;r less than 10 per cent of the ~vllole, or in some cases more as long as  it  
is limited to a chapter. For sin~plicity then, a non-research or study copy- 
ing of 10 per crnt of a book will surely be an infringenlcnt: therefore, a 
non-su~bstantial use will of necessity be 1e.s than that amount. While other 
factors may still be a coneideration, in the case of a printed work, th'e 
quantity aspect must by implication be considerably less than 10 per cent. 

31 Cary v. Kearsley (1804), 4 Esp. 168, 170 E.R. 679 (K.B.). 

32 Ibid, a t  p. 680. 

33 Ibid. 

34 W i l k i n  v. Aik in  (1810), 17 Ves. 422,34 E.R. 163 (Ch.). 

35 Ibid, a t  p. 164. Tlie recent decision by Whitford J. in the High Court has 
once again shown the n:irrow view that Courts can take of this exemption 
in a case involving television srli~dnles: In,dependent Tclez~ision Publications 
v. T i m e  Out  L t d .  and 2'he British Broadcasting Corp. v. T i m e  Out L t d .  
(1984) F.S.R. 64-76 (II.Ct). 
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it is In using an analogy of a k o k  cm the hidtory of the m!ap 
of ,the county of Middlesex, he opined rhat the copyfighted maps used 
fierain mwy not constitulte ,an infringemenlt if 'it was fel't Itbat such a use 
would nott affect the market for the orliginai maps;37 an early application 
of a principle which is now pa,rt of the U.S. Copyright law38 'and a coa- 
gilderation in determining if a use b'e a 'fair dealing' wi!hin the 'research 
and study' exemption in the Australian A ~ t . 3 ~  The science text case, 
Jarrold v. Houlston, supra, was also slignificant in that Slir W. Page-Wood 
V.C. extended the application of 'hir ulse' beyond the convenltional; i.e. 
access to all miterial in the pub'lic domain and to so7me use of copy- 
Fighted materid - dqending upon qu1an1tity ,and {the use lit was plut to. 
Now you co,uId use ,the original in colrrwting your final produd. Nolte 
that in tiha Eollmming passaga, it ,appears !to bla implied that you mBy use 
all the mmlmon sources, and perhaps the plaintiff's as a guide, blut t'ha 
only detailad use of the plai'ntiff's wo'rk is to 'take place after your re- 
search ims completed : 

It would be a legitimate use of a work of this description if the 
author of a subsequant wolrk, after getting his own work with great 
p in  and labor into a shape approximating to what he considered 

36 The 'fair use' concept for the purposes of resea,rch and study within the 
1911 Copyright Ac t  was exanlined by Peterson J. in University of London 
Press L td .  v. University Tutorial Press L t d .  [I9161 2 Ch. 601 (Ch.). Here 
the Court held that the infringement of taking three of the plaint~ff's exams 
was not protected under the doctrine simply because the final use of the 
product was for the inst,ruction and study of students. The statutory 
defense was only concerned with the use the defendant makes of the 
mat,erial, not how the end product is used. Here the defendant had copied 
for the purpose of writing his book and then selling it  a t  a profit. At that 
point in time, the t,ime of the infringement, there was no research or study 
by anyone and the fact that it  was later used for such a purpose was 
irrelevant. (P. 613). 

37 Willcin v. Ailcin (1810), 17 Ves. 422, 34 E.R. 163 a t  p. 164. (Ch.). This 
non-direct competition idea of Lord Eldon, L.S., has not found wide 
acceptance; see B.B.C. v. Wireless League Gazette  Publishing (1921) Ch. 
433, Astbury J., enjoining a non-competing work (a  radio progra'm schedule), 
and Weatherby  and Sons v. International Horse Agency [19101 2 Ch. 297 
(Ch.), where Parker enjoined the publication and sale of a work infringing 
the plaintiff's stlid book. After noting that copyright is a right in the 
nature of property, he said that it is infringed whenever used, and that 
competition is not a relevant factor. While the defendants' use may have 
been non-competing, he makes the point that it  does deprive the plaintiff 
of his natural advantage should he have decided to enter that field in the 
future; a t  p. 305: 

'In so doing [copying] they have appropriated the result of this labour 
and expense to  their own use, and even if they have injured the plaintiffs 
in no other way, they have a t  any rate deprived them of the advantage, 
which their copyright conferred upon them, of being able to publish such 
a book as the defendant's book a t  much less labor and expense than any 
one else.' 

See also the decision of Upjohn J., in Football League v. Littlewood Pools 
Ltd.  [I9591 1 Ch. 637 (Ch.), the 'leagne fixture schedule' case, where thls 
pasage of Parker J., mas cited with approval. 

38 C o w r i g h t  Ac t  of 1976: Title 17, U S.C. ss. 107 (4). 
39 Copyright Ac t  1968, s. 40 (2) (d). Also a factor in the finding of a 'sub- 

stantial use' of 4 of 40 pages in Leslie v. P. Young [I8941 A.C. 335 (H.L. 
(Sc) ), per Lord Ashbourne at  pp. 344-5 and Lord Herschel1 a t  pp. 341-2. 



Compilations and Copyright Principles and Policy 285 

a perfect shape, should go through the earlier work to see wheithm 
it contained any heads whicih he had forgoltten.40 

The 'non-substamrial' copying defense received an early start in Baily 
v. T a y I ~ r , ~ ~  where the Court refused a n  injunctioln on the grounds of 
laches, a nine year dday, and more importantly, ?he appropriation was 
in the words of the Court 'a very insubshntial plart' of the offending 
~ol rk .~Z Not only Ithat, it was an insubstantial part of the plain~tiff's book, 
which was raally the proper question. However, Sir John Leach M.R. 
considered this one of the plaintiff's mathematical tables which showed 
the values of annuities over different periods, to be insufficient to justify 
an injunction even without a defense elf laches. Expert evidence had put 
the value elf these tables at a mere £7.19. and the Court was tolld that 
they could have been alculated by the defendant over a matter of a 
few h o u r ~ . ~ J  Unlike the present Act however, the application of the 
'non-substantial' idea did not offer a completa defense - all that was 
refused was the injunction to restrain the sale of the offending book - 
and the Court acknowledged the plaintiff's right in Law and directed him 
there, should he desire damages. To~day s. 14 of the Copyright Act, 
1968, would offer a eolmplete defense in this situation.44 

Origimlity : 
As we have seen, many of the early cases were colncerned with estab- 

lishing just what t y p s  of works could be proiteatad unndr the rublric of 
compilations: directories, catalogues, road-books, etc. In the latter part 
of the nineteenth century the arguments began to change; While conmd- 
ing the issue of whether a directory was or was not a complilatioa, 
defendants began to base their defense upon the issue of originality and 
the level of skill applied, etc. The assertion rhat novellty, such as was 
required by the various Patent's Acts, was also put folrward. In these 

40 Jarrold v. Houlton (1857), 3 K.  and J. 708, 69 E.R. 1294 (V.C.) a t  p. 1297. 
Thls use of a previous work only for correctlon purposes was to  find 
apphcatlon in the later directory cases: K ~ l l y  v. Morris, 1 Equity 697, 
701-2 (1866) and Mof fa t  and Pazge Ltd.  v. Gill and Sons 86 L.Q.R. (N.S.) 
465, 471 (C.A.) (1902). 

41 Baily v. Taylor (1829) 1 Rum. and M. 73,39 E.R. 28 (Ch.). 
42 I'bid, a t  p. 30. 
43 The low economic value of t,he infringed material seemed in this case, to  

be thc main factor in the Court's thinking. The economic consideration 
was again t,he major factor in Leslie v. P. Young and Sons [I8941 A.C. 335, 
when the House of Lords reversed a decision of the Scottish Court of 
Sessions, and restored in part the injunction of the Lord Ordinary, Lord 
Low. While their Lordships agreed that the main railway schedule, taken 
from the book in question, was unprotectcl for want of sufficient skill and 
labor, they did find that the 'cxcursion guide' was invested with an adequate 
level of effort to justify protection. Its use, a mere four pages from the 
whole, was a s~~bstantial use since all the pocket railway guides were much 
the same, the inclusion in the plaintiff's of this 'excursion guide' could well 
be its nlost important sales feature#: Lord Herschel1 a t  p. 342 and Lord 
Ashbourne a t  p. 344. 

44 A 'substantial' use can be a cumulative nroccss. In both the 'league fixture' 
case and the 'Bingo' case the offending material used each week was a very 
small part of the whole and would probably never have infringed if the 
publication in cach case had only been a one time occurrence: Football 
League v. Littlewood Pools Ltd.  119591 1 Ch. 637 and Mirror Newspapers 
v. Queensland Newspapers Pty .  Ltd.  119821 Qd. R. 305 (S.Ct.). 



286 University af Tasmania Law Review 

cases and those which have followed, such arguments, aside from the 
argument of a minimal level of skill, have been consistently rejected by 
the Courts. In Walter (The Times) v. Lane45 the House of Lords dis- 
missed an analogy to the Patent's Act which would require a degree of 
n ~ v e l t y . ~ T h e  House also rejected the position of the Court of Appeml 
in regard to their requirement that for copyright to subsist, it must be an 
'original composition', i.e. in the novel sense.47 Their Lordships (Lord 
Roibertson dissenting) found that each reporter who took down the 
speech of the Earl of Rosebury, as he then was, had copyright in his 
version. Nowhere did they find any requirement that the work, to be 
proteoted, must originate in the mind of the author. In such cases as 
this they felt that each reporter exercised skill, labor, and perhaps judg- 
ment, in making his shorthand notes of the speech and later plrepariilg 
those notes for publication. That exercise of skill and labor was sufficient 
to grant them protection for their individual works. 

With the introduction of the Copyright Act of 1911,48 which included 
'original' as a requirement, there could have come a change in the 
Court's attitude. This did not come to pass. The interpretation of this 
need for 'original literary' work, etc., was that it was the same as that 
taken bdore the 191 1 change, in that 'original' just meant that the work 
was to come from the efforts of the author, and not be copied from 
another. No Court took the position that this statutory inclusion sig- 
nalled a change and that for a work to be worthy of protection, it must 
be original in the sense generally used in respect of literary composition. 
In one of the earliest decisions dealing with this provision of the 1911 
Act, University of London Press Ltd. v. University Tutorial Press Ltd.,49 
Peterson J . ,  in granting an injunction restraining the defendant's publica- 
tion of three of the plaintiff's examinations in their London Matriculation 
Directory, hdd this to be the true meaning of original : 

The word 'original' does nolt in this connection mean that the work 
must be the expression of original or inventive thought. Copyright 
Acts are not concerned with the originality of ideas, but with the 
expression of thought, and, in the case of 'literary work', with the 
expression of the thought in print or w~iting.50 

This position of Peterson J. was adopted by the Privy Council in 
MacMillan and Co., Lim v. Cooper,51 a 1923 case on appeal from India. 
Lord Atkinson, in the process of reversing the Court of Appeal of 

45 Walter (The Times) v. Lane [I9001 A C. 539 (H.L (E) ). 
46 Ibld, a t  p. 548 per the Earl of Halsbury L.C., as he was then. See also 

Sands and MacDougall P t z ~  Ltd .  v. Robznson (1917) 23 C.L.R. (Full Ct., 
H.C.A.), per Isaacs J. a t  p. 53. 

47 Ibld, at p. 547. 
48 1 a n d 2  George 5,C. 46,s. l ( 1 ) .  
49 Unzversity o f  London Press Ltd.  v. Unibersity Tutorial Press Ltd.  [I9161 

2 Ch. 601 (Ch.). Adopted by Megamy J ,  as he mas then, in Btitisiz 
Northrop v. Texteam Blackburn 119741 R P.C. 57 (Ch.). 

50 I b ~ d ,  a t  p. 608. 
51 MacMillan and C o ,  L im  v. Cooper 119241 93 L.J.P.C. 113 (P.C. Ind~a) .  
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Bombay, and reinsltating the trial judge's injunutlion restraining ,the de- 
fendants' ulse of the plaintiff's notes in their edition of Plutarch's Life of 
Alexander, quoted it in fuIl.62 

This interpretation of originality has allowed (the GourLs to protect 
works that have contained some very brasic items, ones that at  first 
inspection one would think were just too elementary, butt as long as rhe 
plaintiff has done his own wolrk in respect of these catalogues or draw- 
ings, they will be protected by copyright. In P~lrefoy Engineering Co. v. 
Sykes Boxall and Co. Ltd.," Sir Raymond Evershed M.R., as he was 
then, in speaking for the Court d Appeal, allowed the injunction Which 
had been refused by Lloyd-Jacobs J., on the grounds that Collis v. 
Cater54 had established the principle that a compilation w'hich was only 
a sales list with quantities and prices included, could be proteated.55 
Here the fact that the plaintiff's catalogue was made up of simple jigs 
and parts, for use in the metal fabricating trades, did nolt deprive it d 
protection. In 1973, British Northrop v. Text-team B1ackburn"h saw 
Megarry J., as he was then, proitect the plaintiff's catalogue and engjneer- 
ing drawings:" some of them describing mere rivets, studs, screws, 
bollts, metal bars, etc. He held that despite their elementary and simple 
character, the labor and skill involved in arranging them by size, piart 
number, etc., in the catalogue, was sufficient to give it protection. As to 
the drawings, while they were of a simple character, it still required time 
and skill to reproduce them to scale and show the detail and perspective 
required foir engineering purposes : 

They are all carefully drawn to scale, with precise dimeizsions, and 
I cannolt extra& from the statute any indication that these drawings 
should not be able to qualify folr copyright. If simplicity were a 
disqualification, at some point there would come enough com- 
plexity to qualify. It is not that I am unable to see exactly where 
the Act draws the line: it is that I cannot see that there is any 
intention to draw any line at all.58 

'Litermy' and the Need for Meamkg : 
Like 'oiriginality', the Courts have given the word 'literary' a very low 

requirement. Peterson J., in University of L a d o n  Press v. University 
Tutorial Press, supra, held that 'literary work' merdy meant that it was 
in writing; it had no connoitation as to the style or merit in the sense 04  
being 'literature'. In his view it could be complared to the way t'he word 
is aplpllietd in relation to 'plitical or electioneering literature', in that ilt 

52 Pbid, a t  p. 121. 
53 Purejoy Engineering Co. v. Sykes Boxall Co. Ltd. [I9551 72 R.P.C. 89 (C.A.). 
54 Collis v. Cater, StoRell and Fortt Ltd. 118981 78 L.T. 613 (Ch.). 

Purqfoy lingiheeriig v. Sykes Bosall 119551 72 R.P.C. 89 at 'p. 95 (C.A.). 
Britzsh Northrop v. Tcxteam 13lackburn [I9741 R.P.C. 57 (Ch.). 
The Plaintiff successfully alleged that the defendant,sl mnnuracture of those 
parts violated his artistic copyright in his engineering blueprints; the 
reproduction in a, different dimension per the equivalent of the Australian 
Copyright Acts s. 71 (a). 

58 British Northrop v. l 'extenm Blackburn [I9741 R.P.C. 57 a t  pp. 68-69 (C.A.) 
(Emphasis added). 
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can bs totally devoid of style, taste, or intdlectual merit and Will be 
literary as long as it consists of written or printed matter." hrlier, in 
the case of The Times aclcounlt of Lord Rosebury's s p h e s ,  in WcrIter 
V. the question of 'literary' was also analyzed in respect of any 
requirement of litarary merit. As in the case of 'originality', the idea 
that copyright should require novelty, literary merit, etc., was rejectad 
by the majority of the House. This passage from the  speed^ of Lord 
Bramptcm typifics this interpretation : 

I do not agree rhat the question of authorship of a book depends 
upon the li~terary quality of it. If a person chooses (and may do) 
to compose and write a volume devaid of the faintest spark of 
literary or other merit, I see no legal reason why he should not, 
if he desires, become the first publisher of it and register his copy- 
right, worthless and insignificant as it would be. The statute has 
prescribed no standard of meri~t in a book as a condition to entitle 
its author to become the proprietor of copyright in it.61 

A glolss was put on this approach, to a lim+ted degree, in the 1925 case 
of Smith's Newspapers Ltd. v. The Labor Daily,G2 when Harvey C.J. 5n 
Equity Far New South Wales, dismissed an application for an injunction 
to restrain the defendants from from publlishing the name of the horse 
which the plaintifis had predicted as the winner in the next day's race. 
The Court hdd that 'literary' connotated 'something more than mare 
penmanship' and a compilation of the names of horses, as pradioted 
winners, no more deserved protection than did the name of a single 
h0rse.~3 In that sense, this rderence to 'literary' in that context was not 
directly on point, since the llniversity of London Press aase, supra, 
establlisrhed the mere writing criteria, and what the Court was really doing 
here was saying that it would not protect the idea (here, predicting 
winners), and would also nlot protmt a mere list. 

This absence of a requirement of 'literary merit' could also be said 
to extend to the need for 'meaning'. In the early case of Holinrake v. 
Trusswell (1894),64 the Court of Appeal held that while on the whole 
'a literary wolrk is intended to afford eilther infolrmation or instrucrtion, 
or pleasure, in the form olf literary enj0yment',~5 they. noted the exwp- 
tion in the case of compilations to this need for 'literary merit'.66 As to 
the other requirement, of instruction or information, it would be difficult 
to say that compilations did not carry information, since rhat in the 
majority of cases is their raison, d'etre. 

59 University o f  London Press v. University Tutorial Press L td .  [I9161 2 Ch. 
601; see also Victoria Park v. Taylor (1937) 58 C.L.R. 479 at  p. 511 (F.C., 
H.C.A.). 

60 Walter ( T h e  Times)  v. Lane 119001 A.C. 539 (H.L. (E) ). 
61 Ibid. a t  p. 558. 
62 Smith's Newspapers Ltd .  v. T h e  Labor Dai1.y (1925) S.R. (N.S.W.) 593 

(S.C.). 
63 1bid;at p. 597. See also Chilton v. Progress Printing and Publishing Co. 

(1895) 2 Ch. 29. (C.A.). 
64 Hollinrake v. Trusswell (1894) 3 Ch. 420 (C.A.). 
65 Ibid, per Davey, L.J., at p. 428. 
66 Ibid, per Lord Herschel1 L.C., at p. 424. 
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The various 'code wes'G7 have shown that a compilation of wo~ds 
that are meaningless in (themselves, in all known languages,68 wi'll be 
protected against infringement: information is still conveyed, albeit only 
to ,Those who have 'access to rhe co'de. The 'Leibler Code case', D. P. 
Anderson arid Co. Lrd. v. The Leiber Code Co.,"9 saw Bzilhache J. 
enjoin the ddendants from using the plain~tiff's ' 5  Idter word' Empire 
Cypher Code after rejecting the argument that 'literary' coluld nlot 'apply 
$0 words with no precise meaning.70 Recently the Supreme Coufl of 
Queensland proteoted a series of numbers published in the pllaintiff's 
Sunday newspaper as part of a 'Bingo' contest to plrmote circula?i~n.~~ 
Connlollly J. rejejeded the claim rhat 'literary wolrk' necessita'ted solmething 
intrinsically mleaningful, citing the 'Liebser Colde case', supra, as authority 
for the proposirion that 'if meaning is indeed requ'imred, per Hollinrake v. 
Trusswell, supra, it is sati~~fied when combined wilth other inforrnation 
either hdd or distributed by the plaintiff. If the argumenlts of The de- 
fendants were accepted, he felt it wolu'l~d cause the death knell to be 
sounded for crolssword puzzles and collumns discussiing p~robllems invodv- 
ing games s'uc'h as bridge, chms, etc. 

This wide view !of 'meaning' taken bly Bailhxche J. in Leiber Code 
supra,, and Connoilly J .  in Mirror Newspapers Ltd. v. Queensland News- 
papers Pty. Ltd.,72 was recently considered b'y the Federal Court in 
Apple Computer Znc. and Another v. Computer Edge Pty. Ltd. and 
Another.73 In the trial deci'sion, Beaumont J. 'hdd that while prwious 
cornpilarim cases had seen proteotion granted to works which rnighlt on 
their surface b~e meaningless, d l  had the oommon feature of conveying 
meaning to 'those who possessed the additional materid neadad to 
'decode' that which was in dispute. The distinctioin in Apple was that 
there was no 'person' involved, only a computer.74 On that basis, His 
Honour declined 'to proltect the plaintiff's programs. Although it was 
true that the oolmputer received instruoeions from the coldad p r o g m s  

67 Ager v. Peninsular & Oriental Steam Navigation Co. (1884) 26 C11.D. 637; 
Ager v. Collingiidge 2 Times L.R. 291 (1886) (Ch.), and dso  D. P. Ander- 
son v. T h e  Leiber Code Co.  [I9171 2 K.B. 469 (Ch.). 

68 D. P. Anderson v. T h e  Leiber Code Co. [I9171 2 K.B. 469 at  p. 471 (Ch.). 
69 Ibid. 
70 Bbid, a t  p. 471. Note that in 'Leiber Code' i t  was the compilation which 

was protected. The Exxon case has again demonstrated the  difficult)^ of 
protecting a single word, especially when it conveys no information; there 
a n  invented word which, though the result of the expenditure of consider- 
able ?me, and expense, conveyed nothing as it  was devoid of a recognized 
meaning in any language: Ezxon Corp. v. Exxon Insurance Consultants 
International L td .  (1982) R.P.C. 69 (C.A.). 

71 Mirror Newspapers Ltd.  v. Queensland Newspapers Ptv .  Ltd.  [I9821 Qld. 
R. 305 (S. Ct.). 

72 Ibid. 
73 Apple Computer Inc. and Another v. Computer Edge P t y  L td  and Another 

(1984) 10 F.S.R. 246; (1983) 50 A.L.R. 581 (F.C.); and Apple Computer 
Inc. and Another v. Computer Bdge Pty Ltd.  and Anothcr (1984) 10 F.S.R. 
481; (1984) 53 A.L.R. 225 (F.F.C.). The decision of the full court was 
applied recently by Reed J. in t,he Federal Court of Canada in International 
Business Machines v. Spirales Conzputcr Inc. (1985) 12 D.L.R. (4th) 351. 

74 Apple Computer Inc. v. Computer Edge (1984) 10 F.S.R. 246; (1983) 50 
A.L.R. 581 a t  p. 591. 
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and that the code could also be read by humans, the fact remained that 
the instructions only had 'meaning', in the truest sense of the word, for 
the computer's cenltral processor unit.75 

This requirement that a person be the recipient of the information was 
rejected by the full Federal Court.76 The Bench there held that wihat 
constituted a 'literary work' within the meaning of the phrase '. . . in- 
formation or instruction, or pleasure, in the form of literary enjoyment' 
had never been exhaustively defined and anything wlhich suggested 
otherwise in Hollinrake v. Trusswell77 or the Exxoni8 decision, should 
be confined to the particular facts of those cases.79 As long as informa- 
tion or instruction was conveyed, the work was eligible as a 'literary 
work'. There was no distinction based upon the form or status of the 
actual user of that information.sO The Court then went on to hold that 
the two operation programs in question were protected as 'literary 
works' since they began as a program written in source code, which 
could be undersltolod by programmers, and they conveyed instructions 
to the computer. 

While the programs per se could be proltected as 'literary works', what 
had been copied was a coded version of the program in a simple machine 
readable form known as object cade.81 The prlolbJem was that object 
code is only a pattern which indicates the presence or absence of elec- 
trical impulses whkh in turn tell the computer's central processor how 
to perform basic housekeeping functions. -while the code can be read 
and understood by skilled programmers when represented in hexadecimal 
notation, what is seen is not the true code in the form of $he electrical 
impulses, but only a graphic representation. Because of this inablility to 
see the actual object code, Sheppard J. held that a program expressed 
in object code form could be neither a 'literary work' in its own right 

75 Ibid. Note that Beaumont J. also distinguished two previous decisions 
which had recognised the abilit,:~ of programs to be protected by copyright. 
Presumably this was based on the view that those cases involved application 
programs and as such, would convey information to the computer operator: 
Northern Office illicro Computers ( P t y )  L td  v. Rosenstein 119831 F.S.R. 
124 (S.C.: S. Africa): and Seaa Enterarises L td  v. Richards r19831 F.S.R. 73 
~ h . f i ) .  ?;he decisiog of ~ o u y d i n ~  J. in Sega Ivas applied b$ ~ e g a r r y  C-C. 
in Thrustcode Ltd  v. W.W. Computing Ltd  [I9831 F.S.R. ('Ch.D). See also 
the judgment of Sheppard J, in Apple Computer v. Computer Edge [I9841 
F.S.R. 481; (1984) 53 A.L.R. 225, at  p. 279 for support of that view. 

76 Apple Computer Znc. v. Computer Edge (1984) 10 F.S.R. 481; (1984) 53 
A.L.R. 225. 

77 Supra, note 64. 
78 Supra, note 70. 
79 Apple Computer v. Computer Edge (1984) 10 F.S.R. 481; (1984) 53 A.L.R. 

225, at p. 235 per Fox J.; at  p. 260 per Lockhart J.;  and Sheppard J. a t  
p. 274. 

80 Ibid, Lockhart J. at  p. 260. 
81 For a lucid discussion of the technical aspect of computer programs, see 

Prof. J. Lahore, Prof. G. Dworkin, and Y. M. Smith, Information Tech- 
nology: T h e  Challenge t o  Copyright (London: Sweet and Maxwell. 1984), 
at  pp. 89-94; and the Laddie text, T h e  Modern Law of  Copyright (London: 
Butterworths, 1980), at  pp. 92-93. 
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nolr an adoption of such a work." Therdore it was outside the scope of 
the Copyright Act. 

The majority did not agree. Fox and Lockhart J.J. held .that the 
object code verslims stored in the ROM (read only memory) silicon 
chips could be proteuted as 'adaptations' in the form of a translation of 
a literary w0rk.~3 The copying of the objwt code frolm the ROM would 
therefore constitute an infringement of s. 31 (1) (a) (vii) and (i); i.e. 
the reproduotion o f  an adaptation in material form. In so holding, the 
majority rejected the argument rhat the s. 10 (1) definition of adaptation 
be given a narrow reading, which would confine it to the translation of 
spoken languages.84 Also, (this adaptation did not in itsdf have to be in 
the form of a lilterary work which could be seen or heard.85 In ehdr 
view, it was sufficient that the program could be seen and understood in 
hexadecimal form; one did not have to be able to see the actual im- 
pulses themselves. The suggestion that the infringing copy must 'look' 
the same as either the original or the adaptation was also m j e ~ t e d . ~ ~  
For an infringement to ba complete, all that was necessary was that the 
disputed copy represent Vhe m e  pattern of electrical impulses as the 
plaintiff's oibject code.87 The 'look' of the method of sftorage used was 
of no concern since the infringement was the same in effmt whether the 
defendant stored the code on a ROM chip or on magnetic tape. 

Because of the division of the court on the issue of granting protection 
to programs expressed in object coide and the dafendant's decision to 
appeal to the High Court, the Australian Parliament decided to end this 
uncertainty and passed the Copyright Amendment Act 1984.88 This Act 
essentially codified the approach taken by the majority in the Apple 
Computer appeal decision, and does so primarily ehrough the use of 
alterations and additions to the s. 10 (1) definition 

82 Apnle Computer v. Computer Edge (1984) 10 F.S.R. 481; (1984) 53 A.L.R. 
225, a t  p. 276. 

83 Ibid, a t  pp. 235-236 per Fox J. and at  pp. 261-262 per Lockhart J. 
84 Ibid, a t  p. 235 per Fox J. and a t  p. 261 per Lockhart J. 
85 Ibid. Such a view would have confined the section to adaptations such as 

films and records. 
86 Ibid, a t  p. 236 per Fox J .  and Lockhart J. at  pp. 261 and 263. 
87 It is of intcrest to note that if the full court had decided to protect com- 

puter programs in the original source code, but to  deny protection to the 
object code version, the computer software industry would have found 
itself in a position somcwhat analogous to that of the music business a t  
the turn of the century. In Roosey v. Whight [I9001 Ch. 122, the Court of 
Appcal held t11a.t the defendant's 'piano rolls' were not infringements of 
the plaintiff's music. That decision had t,he cffcct of leaving the authors 
and composers with copyright in thc sheet music version, but without a 
claim to that material when it was 'adapted' into the form of a recording. 

88 Assented to on June 15, 1984. While the protection of an author's work 
was an important consideration per se, the wclfare of the Australian 
economy appeared to rank higher. Not only would fewer programs be 
written in Au~tra~lia if the author's product was not protected, but foreign 
authors and firms would probably be quite reluctant to  export their programs 
to a countrv which would not nrotect them: Commonwealth Parliamentary 
Dcbates, ~ G u s e  of ~e~rcsen ta i ives ,  8 Weekly Hansard, 7 June 1984, a t  pp. 
3143-3144 per Mr Barry Jones. 

89 Note that the Un:ted Kingdom has followed a similar path: Copyright 
(Commter Software) Amendment Act 1985 (1985 c.41). assented to on . . 
16 ~ u i ~ ,  1985. see comment in 1985 E.Z.P.R. 240: 
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The irnpaat of the Apple decisions on compilations in particular and 
copyright in general, can be stated as follows. The protection of com- 
puter programs as 'literary works' by statute was the clear result wf 
Beaumont J.'s decision at tr'ial and that of Sheppard J. cm appeal. Bath 
judgments were basal on grounds which could easily have been adopted 
by the High Court. The wide approach to 'information or instruction' 
t a k a  by Bailihache J. in the Leiber Code decision, supra, has bmn 
retained. As long as the data conveys meaning to 'something' and can 
ba read and understood by at l a s t  some persons, any distinctions based 
on differences in language or on the form of storage are of no concern. 
Finally, one should note that the full court saw copyright as a dynamic 
area of the law which had never crystallized; ilt had shown itself capablie 
of molving to meet new challenges in the past and that ability was alive 
today.90 

The Investing Factors : 

While the Courts can invest a compila~tlion with copyright in order to 
protect the author's investment ot time, labor, expense, judgmenlt and/olr 
skill, the first three are in many cases the main factors as the level of 
the application of the latter two are in many cases, quite low. In the 
case of Lord Rosebury's speeches, Walter v. Lm1.5,~~ the majority of 
Cheir Lordships took the view that the levd of skill applied by the various 
reporters did not have to be high, since it could also be proltected under 
the appllication of time, labor and judg~nentt.~2 Also, ist would appear, 
at least by implication, that in regard to the 'originality' argument therein, 
that the lower the level of tha reporter's skill, the more 'original' would 
be his report of the speech. Lacking today's dwtronic aids, many 
raporters would certainly be forced into a position of having to engage 
in some degree of 'creative' reporting. Therefore, the lowar his skills, 
the molre olriginal Che replort of the speech. In most of the ampilation 
situations, the skill required is that basic to the task: a repolrter must be 
able to write;93 a rnatriculaticm examiner, to set exams;" a map-maker, 
to draw.95 The degree of tedmical excellence is hardly a factor, as long 

90 Apple Computer v. Computer Edge (1984) 10 F.S.R. 481; (1984) 53 A.L.R. 
225 at  p. 235 per Fox J. and Loclthart J. at p. 260. 

91 Walter (The  Times) v. Lane [I9001 A.C. 539 (H.L. (E) ). 
92 Ibid, see the speeches of Lord Davey :kt pp. 551-2; Lord James of Hereford 

a t  pp. 554-5; 1,oi-d Brainpton at  pp. 557-8; and the Ea,rl of Halsbury, LC., 
as hc was then, a t  pp. 549-550; as t,o the general application of skills, a t  
p. '549 : 

My Lords, if I have not insisted upon the skill and accuracy of those 
who produce in writing or print spokcn words, it is not because I think 
the lrss of those qualities, but because, as I have endeavoured t o  point out, 
neither the one nor the other are conditions precedent to  the right created 
by the statute. That right, in my view, is given by the  statute to the first 
producer of a book, whether the book be wise or foolish, accurate or in- 
accurate, of literary merit or no literary merit whatever.' 

93 Walter v. Lane [I9001 A.C. 539 (H.L. (E) ). 
94 University of London Press v. University Tutorial Press [I9161 2 Ch. 601. 
95 Sayre and Others v. Moore (1785) 1 East. 359; 102 E.R. 139 (K.B.). 
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as one does not copy the repwt of another or trace a pre-existing de- 
sign.g6 Defining the precise combination of these factors whioh will invest 
a compilation with proltection; lablor, skill, expense, etc., is the task that 
faces the Court in each case. The following portion from lthe speeeh of 
Lord Atkinson, delivering the advice of the Board in MacMillan: and 
Cb., Lim v. C0oper,~7 illustrates this act of weighing and calculation 
that lies at the heart of most compilation decisions: 

What is the precise amount of the knowledge, labor, judgment or 
literary skill or taslte wlhich the autholr of any book or compilation 
must bestow upon its composition in order to acquire copyright in 
it within the meaning of the Copyright Act of 1911 cannot be 
defined in precise terms. In every case it must depend largely on 
tlhe special facts of (that case, and must in each case be very much 
a question of degree. . .98 

In the intervening period since that d e i s i ~ n  by the Judicial Board in 
1923, the Courts have experienmd few problems in determining that 
level: in the main the cams have just reflacted the olld rductance to grant 
protection to works that are 'mere listsY.QQ The one area when the Courts 
have experienced difficulty is in protecting an infringed work which in 
itself is relatively simple, and on its own would usually be refused copy- 
right bacause olf the lack of a sufficient investment of time, lablor, skill, 
judgment, atc., but is the culmination o~f a very extensive development 
process. To avoid this injustice, the Courts have taken the view that the 
Wo phases, the development process and the final produut design, in 
appropriate situations, can be considered as one; thereby providing a 
sufficient levd of skill and labor, etc., to allow the work to be protected. 
The problem wilth this solution is that in some situations, it is almost 
tantamount to protecting the idea itself, thereby arousing the idea/ 
expression dichotomy. 

The basic requirement for a minimal level of skill or labor is shown 
in the decision of the House of Lolrds in Cramp v. Frarrk S r n y t h ~ o n . ~ ~ ~  
There the plaintiffs had developed and marketed a pocket diary called 
the 'Liteblue Diary' since 1933. The ddendanlts began to sell their 
version of the diary in 1942. The issue in question was the inclusion by 
the defendants' designer (a  former manager and salesman of the plaint- 
iff's), af a section containing the same seven eharts and tables as had 
been used by 'the plaintiff. It  was fredy admitted by the defendants that 
they had copied this eight page compilation, as it was their opinion, as 
c m o n p l a c e  information, i.e. postal rates, calendars, etc., its arrange- 

96 British Northrop v. Textcarn Blackburn [I9741 R.P.C. 57 at p. 69 (Ch.). 
97 MacMillan and Co., L im  v. Cooper [I9211 L.J. P.C. 113 (P.C. India). 
98 Ibid, at p. 121. Applied in Cramp anti Sans v. Franlc Snzylhson [I9441 A.C. 

329, at p. 335; 60 T.L.R. 477; r19441 2 All E.R. 92 (H.L.) per Lord Simon; 
Football League Ltd .  v. Littleu~ood Pools [I9591 1 Ch. 637, at p. 651, by 
Upjohn J. 

99 Victoria Park Racing v. Taylor (1937) (F.C., H.C.A.); Chilton v. Progress 
Printing and Publishing [18951, 2 Ch. 28 (C.A.); and L'eslie v. Young (1894) 
A.C. 335 (H.L. (Sc.) ). 

100 G. A. Cramp and Sons v. Frank Smythsoiz [I9441 A.C. 329; 119441 2 All 
E.R. 92 (H.L.). 
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ment was not of sufficient merit to a$traot copyright. The plaintiff on the 
srher hand claimed that rhis was a clear case of infringement; while they 
claimed no copyright in the actual material, i.e. the charts themsalves, 
they did claim that their compilation of these seven charts and tables did 
require a sufficient level of skill and judgment to warrant proltection. 
Their Lordships rejected this claim to proltection by the plaintiffs, hold- 
ing that Urhwatt J. at tria1,lOl and Luxmore J. in Appeal,l02 had been 
correct when they had q ined  that the work was lacking any degree of 
skill or judgment which would justify enjoining the defendant. In the 
words of Lord MacMillan, '[tlo my mind, the codlection is of an obvious 
and commonplace character, and I fail to detect any meritorious dis- 
tinctiveness in i t .  . . 'lo3 

The next step in the process comes from the decision of Sir Raymond 
Evershed, M.R., as he was then, in Purefoy Engineering v. Sykes 
Boxall.1°4 In allowing the appeal from the decision of Lloyd-Jacob J., 
the Court found that while as a general proposition catalogues issued by 
competing firms will of necessity be very similar, this inherent similarity 
will not excuse one's direct copying of attractive features from the other: 
here specification tables and illustrations. The Court, in rejecting the 
arguments of the plaintiff when they claimed an almost monopoly posi- 
tion for the first catalogue in the field, made the observation that the 
skill and labor which goes into deciding what kind of goods one 
will s t o ~ k  for sale in a business, here parts and jigs for machine 
tool attachments, is a separate level or type of skill or labour 
from rhat which goes into a different object, i.e. the pro~duction of 
the parts catalogue: '[nlo doubt skill and labor were employed 
for the latter purpolse [the catalogue], but skill and labor of a 
different order'.l05 The basic idea is that one decides on the inventory, 
then, when it comes to composing the catalogue, all that is expended at 
this stage is the arrangement and format of the catalogue itself: the 
more extensive investment that went into the primary selection of trade- 
goods is nolt a factor in deciding whether the trader has invested sufficient 
skill, etc., in the catalogue to afford copyright protection. 

This proposition was fine so long as one was dealing with two discreet 
processes: rhe inventory for trade and then the catalogue which merely 
illustrated that inventory. Problems arose when the second part of the 
process was in itself, too lacking in investment of skill and labor to be 
protected, even though the earlier process, the developing of the idea 
itself, was quite extensive. This was the situation which came before 
Upjolhn J., as he was then, in 1958 in Football League v. L i t t l e w d  

101 Unreported. 
102 Frank Smythson Ltd.  v. G. A. Cramp and Sons Ltd .  [I9431 Ch. 133 (C.A.). 
103 G. A. Cramp v. Frank Smythson [I9441 A.C. 329 at p. 337 (H.L. (E) ). 
104 Purefoy Engineering Co. Ltd.  v. Sykes  Boxall Co.  Ltd.  r19551 72 R.P.C. 

89 (C.A.). 
105 Ibid, at p. 99. 
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Pools.lo6 There the item sought to be protected was the Fooitball League 
'chronological list', a schedule which showed which tean played who 
and when, each weekend, and this was in turn a derivative of the main 
'League Fixture Schedule'; this setting out the 2028 matches scheduled 
in the four English Divisions. The work of composing this 'League 
Schedule' required a very high degree of skill and labor; the 'chrono- 
logical list' a mere copying from the 'League Schedule', but copying 
requiring painstaking accuracy. The defendants, a firm of bookmakers 
who used portions of the 'chronological list' in composing their betting 
coupons, argued that while the 'League Schedule' might be the result of 
applied labor and skill, it was not something that could be protwted in 
that all that it was in fact was the physical manifestation of the creation 
of "pure information'. Further, if in fact the 'League Schedule' was 
protected, the 'chronological schedule', the article actually coplied, could 
not be protected since it was the result of mere copying from the master 
'League Schedule' and 'mere lists' are without protection. The Court 
had little sympathy for these arguments of the defendant. It  was the 
opinion of Upjohn J. that the plaintiff could succeed as they had ex- 
pended sufficient labor and skill in the creation of the 'League Schedule', 
which was in his opinion an expression of an idea, not the idea itself nor 
'pure information', to warrant copyright in it, and also the 'chronological 
list' - as it was all part of the same process.107 With very little dis- 
cussion on the point, His Honour merely said that he found little help 
in the earlier authorities and rhen d~sti~~guished Purefoy Engineering, 
supra, on the facts, thereby allowing him to treat the creation of the two 

106 Football League v. Lzttlezood Pools Ltd. [I9581 1 Ch. 637 (Ch.). 
107 Ibid, a t  pp. 655-6 The question of nhether a 'scrambling' of the lnforma- 

tlon, or its le-ar~angenlent, nould still be an infiingement was raised but 
left unan-nered by Upjohn J., as  he nas  then, at  p 657. Based on two 
cases s nce then, ~t wo~ild appedr that lt mav not be a defence. In Elanco 
Products v. Llfnndops (Agizcultural Spccznlzsts) Ltd. [I9801 213 (C A ) ,  Goff 
L J., in delir,eiiny the main de~ision alloning the interim injunction, agreed 
with Whltford J.'s statcment In the fiict instance, that the mere 're- 
arrangement' of the mater al on the plaintiff's herbicide label may not be 
enough to  'cure' the lnltlal copymg lnfiingement, at  p. 228. From his 
comments on p. 225, obzter to  be s u e ,  one gets the impression that whlle 
he feels the defendants c:in make u2e of information In the public domain, 
and do not have to do thelr own testlng, they are not allowed t o  use the 
p1a:ntiff's label and t o  just re-work ~t by applying a different lay-out and 
style un:ll i t  becomes sufficiently different from the original as to  no 
longer constitute a substantial copy. 

The is-ue mas squarely faced in a recent decision of Legg J. in the 
British Columbia Supreme Court. Thele, the defendant had taken material 
concerning the following day's horse races fiom the plaintiff's paper, but 
had rewiltten ~t ln his oRn 'style', had made substantlal re-arrangements 
and had also added new material. The Court rejected the submission that 
re-airangement, per Upjohn J.'s quaele, vas a defense and held that the 
only question to be that nhich asked mhether a substantlal amount of 
materlal had been tahen which appropriated the plaintiff's labor, skill, 
judgment, etc. That 1s nhat is piotected, not the mere 'ordering' of the 
niateridl Brztish Colurrlbza Jochcy Club r. Standen (1983), 73 C.P.R. (2d) 
164, at  p. 175. (B.C.S.C.) 
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lists as all part of a single process and the efforts expended applicable to 
both.108 

In 1964 the House of Lords applied this same reasoning in the 'betting 
coupon' case of Ladbroke Ltd. v. William Hill Ltd.loQ The House put 
forth the concept of the 'purpose of the object' as the crilteria for deciding 
how much of the prior effort should be allowed in the accounting of the 
article in question. They distinguished the Purefoy Engineering situation 
on the biasis that in those cases, one was dealing with two different 
things: on the one hand you had the effort of setting-up the business and 
inventory, and then you had the preparation of the catalogue, to promorte 
the business. In cases such as this, and the earlier Football League case, 
what you have is really a single process. All or part of the development 
skill, judgment, labor, etc., is directed at the final product. In Football 
League it was the team fixture list and here it is a betting coupon: both 
were just the final steps in a single process. In such cases as this, it is 
quite proper for the Court to take account of all efforts invested in the 
process; the skill and judgment used to decide on the types of wagers 
offered, the odds and combinations, etc.l1° Lord Devlin, in dismissing 
the appeal from the Court of Appeal and allowing the injunction to 
stand, illusltrated the feelings of their Lordships with the following : 

I do not think that it is necessary in this type of case that the 
work done sihould have as its sole, or even as its main, object the 

w e  or a race preparation of a document such as a list or catalo, 
card. It would be sufficient that the preparatio~n of the document 
is an object of the work done. If that be so, the work cannot be 
split up and parts allotted to the several objects.lll 

Conclusion. : 

In their application of these principles the Courts have been quite 
generous in protecting the interests of authors. Aside from the general 
prohibition against 'mere lists', which has centered mostly in the areas of 

108 Upjohn J. also found that the 'chronological list' could be protected on its 
own. While a 'borderline' case. based on the authority of Blacklock v. 
Arthur Pearson Ltd.  [19151 2 Ch. 37F (Ch.), he felt the copying of ,the 
'chronological list' from the master League Schedule' required sufficient 
effort to  qualify as 'it involred a good deal of painstaking hard work mith 
complete accuracy as the keynote' (p. 654). 

109 Lndbroke L td .  v. William Hill L td .  [I9641 1 All E.R. 465 (H.L.). See also 
Mirror Newspapers Ltd .  v. Qveensland Netuspapers [I9821 Qd.R. 305 (S.Ct.). 

110 While all of their Lordships found the requisite degree of elrill and judg- 
ment supplied by the preliminary work of deciding upon the type of 
wagers and various odds and combinations, Lord Evershed also would 
have prot(ected the 'coupon' on its own merits: the physical layout o f  the 
wagers; the headings used; format chosen; etc. (p. 4i3). Their Lordships 
also pointed out that in compilation cases such as this, one \?-as not to  
dissect the a8rticle into  component,^ and decide the issue upon whether the 
individual items did or did not deseive protection, but to look a t  the 
work as a whole. Has there been sufficient labor and skill invested in the 
arrangement and selection t o   arrant protection ? (per Lord Reid, at  p. 468). 

111 Ladbroke L t d .  v. TT'illiam Hill Lld.  [I9641 1 A11 E.R. 465 a t  p. 479. H.L.(E)). 
(Emphasis added). 
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racing informationl12 and railway s~hedu le s ,~~3  the levd of skill and 
labor required has been quite 10w.~14 While an author may have only 
limited prolteotion because of the subject matter, allowing him an action 
only in cases of direct copying,llGn others, while it will be less than 
awarded an author at a novel, it will still usually be adequate in light 
of the idea/expression problem.llG On the wholle however, the scope of 
works which the Courts have protected is truly remarkable: lists of bills 
of de;117 list of deeds of arrangement;llB list of common stock prices 
from a stock e~change;~l9 list of drugs, chemicals, and plrices based on 
quantities;120 a history of golfers;l21 a studbo)ok;l22 an index to a rail- 
way guide;123 a law list;124 the chrono~logical football list;125 a betting 
coupon;126 etc. 

In closing this section, it must be said that the inevitable conclusion 
is that copyright within the realm of compilations is a function of the 
effort put into the work. Once you have risen above the level of 'mere 
lists', the more you have invested into your work by way of skill, judg- 
ment, labor and expense, the greater will be the levd of proltation 
offered. While a 'borderline' case will only be prolte~ted against virtually 
exact copying, a molre highly evvdvod work such as the very detailed 
studbook in the Weatherby cuses127 or the annotated S h a k e ~ p e a r e . ~ ~ ~  
will be protaated against infringers who may only copy a portion. Given 

112 Smzth's Newspapers v The  Labor Dazly (1925) S.R. (NS.W.) 593 (S.Ct.1, 
and Chzlton v. Piogress Pl~ntzrig and Publasltzng [I8951 2 Ch. 28 (C.A.), 
the nanlcs of horses; Greyhound Raczng v Sha1lz.s [1923-241 Mac G. Cop- 
Cas. 370 (Ch.D.), the posltlonb of greyhounds in a race; Oldham Press V. 
London and Z'rovznczal Sportzng n'eus Agency (1935) Ch. 672 (Ch ), a l l ~ t  
of holscs and the stnrt~ng odds. (Note other view taken by thc Court of 
Appeal, as dicta, in thc dec~hlon dcllvered by Lord Wrlght, M.R. (1936) 
1 All E R. 217 at  p. 223 (C.A ) ). 

113 Lcslze v. J. Young and S o t s  [I8941 A.C. 335 (H L. (Sc.) ) 
114 Wa7ter ( T h e  Tzmes) v. Lane [I9001 A.C. 539 (H.L. (E) ), reporter's account 

of a speech. 
115 McCrut~z v Ezs71er (1917) 87 L.J Ch. 99 (Ch ), the comic postcard and also 

Kenrzck v. Lawrence (1890) 25 G.1S.D. 99 (Ch.), the votlng card. 
116 Morrzs v W?zqht (1870) 5 LR. Ch. App 279 (L.JJ ), a text on 'the common 

phenon~cna of hfe' ,rnd Ttnvenacrojt v. Herbert and New England Lzbrary 
Ltd  [19801 R.P.C. 193 (Ch.). 

117 ?'lade Axzllzary Po. v Mzddlcsborough and Dzstrict Tradesmen's Protection 
Assoczc~tzon (1889) 40 Ch.D. 425 (C.A.) 

118 Cater v Devon and ICxeter Co~~stztuizonal Netuspaper Co. (1889) 40 Ch.L). 
500 (Ch.). 

119 Exchange Telegraph Co. L td .  v.  Gregory and Co. 118961 1 P.B. W7 (C.A.). 
120 Collis v. Cater, Stoffel l  and Fortt Ltd.  (1898) 78 L.T. 613 (Ch.). 
121 Nisbet a?ld Co. v. Golf Agency (1907) 23 T.L.R. 370 (Ch.). 
122 Weatherby and Sons v. International Horse Agency Exchange [19101 2 Ch. 

297 (Ch.). 
123 Blacklock v. Arfhur Pearson 119151 2 Ch. 376 (C.A.). 
124 Carturright v. Wharton (1912) 25 0 L.R. 357 (Ch.). 
125 Football League v. Ltttlewood Pools Ltd.  [I9591 Ch. 637, [I9591 2 All E.R. 

546 (Ch.). 
126 Ladbroke Football v. T.tTillianz Hill Football [I9641 1 All E.R. 465 (H.L. (El). 
127 Weatherby and Sons v. In t t rnnl~onal  Horse Agency Exchange [I9101 2 Ch. 

287 (Ch ), and Weatherby and Son v. Galopzn Press Ltd.  [1928-351 MacG. 
Cop. Cns. 297 (Ch.D.) (1931). 

128 &loflat and Paige Ltd.  v. Gill and Sons (1902) 86 L.T. 465 (C.A.). 
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the inherent limitations of usual subject matter and the ever-present 
idea/expression dicholtonly, perhaps 'this graduated level of protection is 
as much as can realistically be expted.l2" 

Campufers and Policy : 
Along with the growth in the number of computers during the past 

t ~ o  decades, has been the discussion conccrning the nature of the 'input' 
09 colvyright works inito these eleutronic data bases. Because of the very 
nature of the machine, the vast storage space for individual 'facts' u1.I 
its ability to quickly search its memory and rertrieve these facb, it was 
inevitable ithat a major portion of its memory would be reserved folr the 
'ompilation' type of work; indexes, abstracts, dictionaries, encyclo- 
pedias, etc. This controversy was initiated by those who felt that the 
inherelut advantages of the compuker could only be maximized if it 
was allowed to operate at its full potential: this meaning that everything 
desirable w'hich could be 'input' should be allowed; controlls should only 
be placed on lthe output end, when the material or 'work) was actually 
reproducd.130 The importance of this ready access to information, for 
serious researcih and study is frequently cited as the particular need,131 
and of course the benefit to society in general is the basis of the argument 
itsdf. The probllems which have provided the impetus for this group 
are: inability to find the copyright owner; refusals to allow the work to 
be used, demands of too high a ptice folr its use; and s'ometimes, wen 
if he can be found and is willing to allow its 'input' for a price, these 
negotiations take much roo 1ong.l" The traditional view will have none 
of this; their position is that the computer is nothing more than a very 
efficient storage and retrieval system, and as such, presents by itself no 
good reason for changing the fundamental precepts of copyright law.lY3 

The Economic Council of Canada, in their 1971 report, Report on 
Intellectual and Industrial Property,l34 took the position that the rquire- 

129 The Whitford Committee, In their 1977 report, were quite sat~sfied wltll 
the scope of protection accorded to  compilations, and felt 'that no special 
action IS called for'. Report of the Commzttce t o  Consider the Law of 
Copynqht and Deszgn. Crnnd 6732 (The Whitford Comm~ttee, 1977), p. 
220 a t  para 870. 

130 Econom~c Council of Canada, Report o n  Intellcctunl and Industrial Prop- 
erty. (Ottawa Infoimat~on Canada, 1971), a t  pp. 167-174, and A. A Keyes 
and C. B ~ u n e t ,  Copymght i n  ('anada: Proposals for a Revzszon of the Law. 
(Hull Consumer and Corpoiate Affalrs, 1977), at p. 128 

131 Ibid., Economic Counc~l of Canada a t  pp 168-9. Also Edward W. Ploman 
and L Clark Ham~lton, Copyright. (London Routledge and Kcgan Paul 
Ltd., 1980), a t  pp 171-2. 

132 Stelen Allen, et al., 'Project; New Technology and the Law of Computers', 
U.C.L A. Law Bevzew 15 (1968) : 1003. 

133 Iieport of  the Commzttee t o  Conszder the Law o f  Copyrzgkt and Deaigns. 
Cmnd. 6732 (The Wh~tford Comnnttee, 1977), p 131 a t  para 504. Iiefornz 
o f  the Iiaw Relatzng to C'opyrzqht, D e s ~ q n  and Performer's Protectzon. Cmnd 
8302 (Gleen Paper, 1981), 34. 'Worhlng Group on Copyr~ght Problem 
Arlsing from the use of Con~puters', Copyrzght Bulletzn (Unesco, Paris) 
Vol 13 (1979) 7 John Palmer, 'Copylight and Computer Data Bases,' 
Internalzonal Bevzew o f  Indust~zal Property and Copyrzght Law. Vol. 14 
(1983) : 212-3. 

134 Rconomic Council of Canada, supra, note 130. 
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ments of researdh called for a change in the Canadian law, to allolv for 
unrestricted input ot published works into data banks. It was their view 
that once you had purchased a copy of a work such as the Chemical 
Abstracts, etc., you then could place it into a data bank and its use 
would be just like using the book itsdf in your own library. If you 
reproduced the work in 'hard-copy' you would then be liable in the 
same way as a photocopy may infringe, if it goes beyond a 'fair use' in 
the case d research and study. If it was a commercial data bank, the 
charge would be far 'hard-copies' and also video display time, if the 
operator of the data base received paymenlt for the search or 'browse7 
time itsdf. Their view on unpublished works was still open, leaving the 
matter for further discussion, but they appeared to favor soma scheme 
of direct public regulation to cover the situation.135 The next devdop- 
ment was that of the study done for the Department olf Consumer and 
Corporate Affairs by Keyes and Brunet in 1977, Copyright in Canada, 
Proposals For a Review of the Law.136 They suggested two choices: 
the first was to introduce a compulsory licencing system governing the 
terms of input, or in the view of the Economic Councils Report, supra, 
to allow unrestricted input, but wirh the provision that noltice be given 
to the copyright owner. To enforce this system, rhey would allow owners 
to have the right of 'discovery' if they believed that their works had 
been inserted and no notice given, the point being if payment only comes 
upon 'output7, without knowing if his work had been inserted it would 
be difficult if not impossible for an owner to protect his rights. They 
also felt that the law should be clarified, making it clear that the display 
on a video screen was to be a copy of the work (albeit a fleeting one),137 
and also fd t  that the insertion of unpublished works should require 
permission. In the main their report mirrorsd the Economic Councils' 
position of unrestricted input of published works, and playment upon 
output, both of 'hard-copies7 and video dispiay. 

This 'unrestricted input' position has been rejected by most com- 
mentators. The Whitford Committee felt that under the current law any 
and all input would infringe and that legislation should be clarified to 

135 Ibid, a t  p. 173. 
136 Keyes and Brunet, supra, note 130. 
137 The Canadian position is controlled by the decision of Cameron J. in the 

Excheauer Court in Canadian Admiral Corn. v. Redif fusion Inc. (1954) XC. 
C.R. 382, at  p. 397, which held that 'copy' means &mething durable and 
not a fleeting image on a screen; see Keyes and Brunet, ~ o ~ ~ r i ~ f i t  in 
Canada, supra, note 130, at p. 127, and Palmer, 'Copyright and Computer 
Data Bases', supra, note 133 a t  pp. 200-1. The 'Green PaperJ of 1981 - 
Cmnd 8302, supra, note 133, at  p. 34 takes this same position. 

The other view is that taken by the WIPO/UNESCO Report, supra, 
note 133, at  pp. 8-9, that holds that the video display could be a 'public 
performance' of the work. In  light of the decision in Rank Film Production 
v. Colin S. Dodds (1983) A.l.P.C. 90-116, one could use that argument in 
Australia: the magnetic memory of the work in the computer is an adapta- 
tion, and the display of the pages in a video dis!play could be a 'public 
performance' even though the user/searcher is alone. He is the public the 
'work' mas aimed at, and the display might even be part of a commercial 
operat,ion. The Laddie t,ext, l 'he Modern Law of Copyright. (London: 
Buttermorths, 1980), at p. 60, also takes the view that under the current 
English law, video displays should infringe. 
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remove any doubts.138 The Green Paper in 1981 repeated that position 
and again it was recommended that the definition of reproduction be 
amended to make that clear.139 Like Keyes and Brunet, supra, the 
Committee felt that under the current law output on a video display unit 
would nolt infringe, and thait the law should be changed to make the 
display of a work a specific infringement, in the same way that a 'hard- 
COD' infringes.140 

The World Intellectual Property Organ~iza~tim/UNESCO Repol~t l~ l  
also adopted the psition that unauthorized input was a direct infringe- 
ment, and also went on to state that it was their bbdid thalt in some 
cases 'output' could constitute publicationl42 of a work and furlther, that 
use d the video terminal for display could constitute a 'public par- 
Eormance' infringament.143 They also opposad any change of the system 
to a compulsory license scheme, preferring to wailt until it was demon- 
strated that the presenlt system was inadequate to the ~hal1enge . l~~ 

The stand taken by this 'traditicmalist' group is foundad on the argu- 
ments that if one allows an unrestricted input of published works into 
a data blase, in many if indeed not most cases, the actual 'hard-copy' 
taken may be only a page or two, thereby falling within the 'fair dealing' 
provisions of the relevant Act. One may access the data bank and scan 
it on a display unit for an holur or more, but if payment is based on a 
'non-fair use' hard copy, the copyright owner would get nothing. In 

138 Whitford Committee, Cmnd. 6732, supra, note 133, a t  p. 131, para 507. 
139 Green Paper, Cmnd. 8302, supra, note 133, a t  p. 34. 
140 Ibld. 
141 'WIPO/UNESCO Report', supra, note 133, a t  p. 8, para 12 
142 I b ~ d ,  a t  p. 9, para 16. 

'The attent~on of the Worklng Group was drawn again to the application 
of the definit~on of nubllcatlon according to the lsrovlslon conta~ncd In the 
multilateral copyright convention. while  the fixtire in the computer is not 
a publication, it is the distribution of copies in a ~ufficient number put a t  
the disposal of t.he public that constitutes publication. In regard to the 
concept of publication, it is necessary to include not only the distribution 
of copies for sale, but also those on loan and even those distributed frek 
of charge.' 

In the Australian context, it would appear that this indeed may be the 
case. If you 'input' an unpubli~hed work into a data base; advertised it as 
part of your inventory, and offered to supply 'hard copies' by print-out 
to your customers or users, the only doubt appears to be that concerning 
just when the infringing publication takes place. Would the operator be 
liable as soon as the memory unit is accessable to user's terminals, or, 
would it  be necessary for a crrtain number of copies actually to be printed 
a t  the user's terminal? In Francis, D a y  and ZIunter v. Fcldman [I9141 2 
Ch. 728 (C.A.), of the twelve copies scnt to England, only six copies went 
on sale, and none were in fact then purchased. In a 'data base' situation, 
while no physical copies are printed first and then offered for sale, they 
are nevertheless available almost instantaneously once the user decides he 
want,s a copy. I believe that once the 'data base' operator inserts the work 
into the memory unit, i t  is the equivalent to a 'bookseller' putting a work 
onto the shelves of his shop; the fact that none are produced in 'hard- 
copy' until the actual sale is made is of little consequence, as what is 
important is the ability to meet the demand of the public. In  these cases, 
the ability to  satisfy the demand is unlimited, except in that it will be a 
function of how much paper is available to the printers and how many 
lines per minute the unit can print. 

143 Supra, note 137 on video display terminals. 
144 'WIPOIUNESCO Report', supra, note 133, at. p. 9, para 14. 
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solme cases, the search could be for informaition which did nolt exislt and 
as no hard oopy is ever made, there would be no payment. That particu- 
lar saarcher may have searched fifty or more pages of an abstract146 on 
the display unit, clearly going beyond a 'fair-use', but with no priflt-out 
%ken, there is no paymenlt due. It  sbould also be kept in mind that in 
many research situations, it may be as valuable I@CJ find no informlation in 
an areaasit  is to finda ~ a a 1 t h o l f i t . l ~ ~  

Palmr, in his critique of Keyes and Brunet's Copyright in Canada, 
supra, takes the position that the 'discovery' allwed to an owner in 
their proposal could wreate serious problems. To stop it from becoming 
something akin to an 'Anton Pillar' order for data bases, allowing a 
rival's data bank and trade secrets to be examined, there would have to 
be solme form of independent third party examiners created.147 Anolrher 
concern is $hat of security: with payment only upon 'Output' and given 
@he grourrh in the number of terminals having potential access !to data 
bases, how can a copyright owner be sure that his work will be protected 
from unauthorized searches ? 

145 The sit,uation concerning abstracts has raised some interesting questions. 
The 'WIPO/UNESCO Kcport', supra, note 133, a t  p. 7, takcs the position 
that as a gencral pr~positivn, indexcs would be composed by the owners of 
the data b:~se and '11111 texts' by outside authors. Therefore, there is no 
question of the right to input the indcx, but also no doubt of the need for 
perrnission in thc case of the 'full text' of any literary work. For abstracts, 
be they chemical, sociological or legal, the qucstion first is: Who is the 
author? If thc autl~or of the abstract is the author 0.E the 'work' itself, 
then again pcrrnission will be required in order to 'input'. But, if the 
abstract is conlposcd by an cmployee of the data bank operator, or there 
is an assignment t,o tllern from whoever wrote it, the operator may still be 
unable to 'input' i t  without thc consent of the 'full text' author/owner since 
t,lle abst,racl could bccome a sub,stitute for the original work. It then would 
be a question of how much is taken from the original, does it take a 
substantial part of the work? In  many cnscs the abstract may in fact be an 
abridgement of t,hc work and if sufficiently complete, eliminate the market 
for the original, Where commercial data bases are involved, the Courts 
may take thc posit,ion that no use will be a 'fair use' - since they are 
competing wltll thc original author - much like the pomsition of the de- 
fcndant in Un~;vcrsity of London Press v. University Tutorial Press, (1916) 
2 Ch. 601 (Ch.). 

Also, there rcmains the prosblem of the metho'd itself. If in fact the 
abst,ract is an abridgement, while as a question of law t h ~ y  are non- 
infringing, the point 1s wcll taken by ltoberts in his article, The Law on 
Abridgerncnt of Copyright Literary Material', Ir'entucky Law Journal (Vol. 
30) (1941-2), 297, that there has never becn a "correctly" decided case, 
involving a true abridgement, which has failed to find an infringement of 
the original. 

146 It should bc noted Chat while the Franlri Committee recognized that com- 
putcrs could be used to produce reproductions of copyrighted works, the 
Comrnittec fclt that this aspect was outside of their terms of reference and 
therei'orc dcclined to make any recomrncndations: Copyright Law Corn- 
mittec on lleprographic Reproduction, Report, Octobmer 1976 (The Franki 
Committee), a t  p. 6 ,  para 18. 

147 Palmer, 'Copyright and Computer Data Bases,' supra, note 133, a t  pp. 
208-11. His fear is that unlcss the use of 'discovery' is rigidly controlled, 
and preferably implemented by a third party, it could be used by com- 
petitors to search for trade secrct4s or just to inspect the holdings of a 
rival's data 'bank. It should not become the information industry's equiva- 
lent of thc 'Anton Pillar' order (i.e. Anton Pillar K.G. v. Manufacturing 
Processes, Ltd.  [I9761 Ch. 55; [I9761 1 All E.R. 779 (C.A.) ). 
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The greatest fear of the 'tradi,tiondistY group is &at in the end one will 
see a situation in which there are several large data bases around the 
country, or perhaps even just one. In the case of Austral'ia, there coluld 
be a natiolnal data bank at ,the Natiolnal University in Canberra. Where 
in 1960 an aujtholr could expect to sell 100 copies of a bibliography on 
a given subjmt, in 1990 he may have just one customer; the nstiolnld 
daata bank which will buy one copy and then 'inlplt' it into their system. 
Thereupon the 'fair use' do~atrine will come into play, and as most umrs 
will do so for ,the purpose of research or study, the possibillimty is <then 
t h ~ t  the copyright owner will never receive anything since the use will be 
by video di'splay (whiah may not infringe at all) or by use d print-outs, 
but of amounts {that will almlost always cane within 'fair use', per s. 40 
(33 of the Copyright Act. His work will be available to 'a whole country 
and may b~e used qui9e often; but because it will usually bse in small 
quantities and under 'fair use', the autholr/owner of 'the copyrighlt pro1- 
teoted wolrk may receive norhing aside frlom the purchase price of the 
copy sold to the data bank in Canblerfia. 

It is my opinion that it would ble bes~t to leave the present sys'tem as it 
is: Iet the copyrighlt owner and the data blas,e operaltorlownar continue 
to negotiate their contracts as they do today, each taking account of 
how much he feels the 'work' has cotst to prolduce, anld how much it 
will earn o'r save the data base owner. Any other wpprolach will likely 
have the result of compounding the prolbllem, since ,aulth,ors of compila- 
tions, encyclopaedias, and rhe olther majolr types of 'faot' wolrks, will feel 
that they have certainly l'olst most, if not dl, of their market leverage 
and will no longer write, or if they sti,ll write, refuse to publ'ish. Then, 
while the operators of ,the daita blanks may have unrestricted 'input', this 
right woluld be worth little if there was created nothing of worth to 
5npurt'. Allowing 'the 'free market' folrces to diatate the terms of +inputy 
will avoid that resulit. Whatever the exact terns, bme it a lump-'sum piay- 
memt, a combination of a lump sum and a royalty based on use, in any 
event ,the copyright owner will fed thalt he has received fair treatment 
and was not at the mercy of the data b'ank operator. 

I do however recognize the problem of nolt being able ,to reach authojrs 
in order to bsegin negotiations. Sane academics and research scientiszs 
are quilte mobile. In those cases where the owner of the copyright can- 
not be reached, then the 'work' could 'be 'inputted' if an undertaking 'is 
given to the Copyright Tribmunal to pay the levy it decides uupn. TEs 
would be an arrangement similar to that used for making sound recolrd- 
ings d mudcal works in s. 55 (per regulation 1'2) d the Copyright Act 
and also s. 109 in regard to the b~roladcast of sound recordings. The 
difficulty with this solution is 'that once the owner of the copyright 
discovers the $input' and goes to claim this payment, he may (also demand 
that the work be removed from the system. He woluld still have that 
right; the data base operator would have to consider thajt eventual4ty 
when he is deliberating the quesltioln of the relative advantages of 'inpult- 
ting' without permission. 
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In crrher areas dealing witb permission to input, there would be no 
changes. In all cases unpublished works would require permission 
More they could be inserted. In cases where the copyright owner 
refuses either upon principle, or because no financial arrangement can 
be reached, then 'input' is again denied. Recourse to the Tribunal could 
only be had when the work was published and the copyright owner 
unable to be located. 

A final matter is that the law s'hould be Changed to make it a olmr 
infringement d the work to display it without au~thoriza~don on a video 
display terminal. This could be done by making it a clear offence under 
the 'publlic performance' section (s. 31 (a) (iii) ) or by modifying the 
definition d reproduction in s. 31 (a) (i) to also include non-permanent 
displays or writing. 148 

If one did decide that 'unrestricted input' was a desirable feature, it 
should only be allowed within the framework of a compulsory licencing 
system with all the bureaucracy and infrastruoture which thzt would 
entail, and not based solely upon negotiation by the parties whenever 
the work is 'outputted'. Without access to the Copyright Tribunal to 
serttle these disputes, the data bank operator would have the copyright 
owner in a position where he could virtually dictate his own terms. The 
major difficulty, as I see it, in the 'compulsory licencing system' is that 
it would be muah more difficult for the Tribunal to set a 'fair' price for 
the access and use of these works; than it is in the case 04 musical works 
(s. 150) and the brcradcaslt of records (s. 152). In the areas presently 
dealt with by the Tribunal, the use covered is not the 'bread and butter' 
of the article in question; in these cases the major portion of their markdt 
is still free and open to conventional market forces: in the case of a 
musical work, it is only after the first recording and the author has had 
a chance to negotiate his best price; in those dealing with the playing in 
public and the broadcasting of sound recordings, there the major market 
is sales of records to individuals, not sales to radio stations, etc. But, in 
the case of literary works, especially in the case of compilations such als 
legal encyclopedias, legal and scientific abstracts, dc., the potential 
market is already a limited one, and the growth d commercial d a b  
bases is coinsltricting ilt more each day. Conslider the situation where the 
only recmds sold would be to radio stations; the retail market ceasing )to 
exist. In such a slituation, for the relatively healthy market of today's 
music world to continue !to exist, the various levels of rewards wwld 
have to remain as they are; therefore this would necessitata a radical 
increase in the price olf records sold to the stations and a cmcurrent 
increase in the prices charged for advertising time by radio stations. 

If a situation analogous to that comes to pass in relation to $he market 
Pm scientific and legal compilations, abstracts, dc., ithen it would appear 
that the power of the Tribunal would have to be significantly broadened. 
The whole data base industry would be put under the same controls as 

148 Video display question, supra, note 137. 
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Ihe privately c m e d  and operated utilities in Nolrth America. There the 
government regulatory bodies set the rates charged and allow the enter- 
prise lo mrn a fixed amount based on a percentage of the capital in- 
vested. 

The scenario described above, with a Tribunal with explanded powers 
and a regulated data base industry, does nolt apgwar to be a fair price to 
pay merely to allow faster access of data into computer memofry banks. 
Only a fundamental change in the philosoplhy of Aus~tralians would 
justify such a shift in policy. If (the industrialized countries of the world 
continue lto expand their economies by empihasizing the technological 
sectors, then perhaps by rhe turn of the century tholse w'hich have become 
non-colmpetitive will be forcsd to make radical concessions in the s t r u d e  
to once again become viable in high technology. Even under tholse 
circumstan~es, the concept of 'unrestricted input'; should be limiteld to 
scientific data.14Verhaps nliost coun~tries will develop the equivalent of 
Japan's Minisltry of Trade and Industry, having almost dictatorial powers 
over the economy. If such does come to pass, when technollogy kcomels 
the weapon in economic competition between nations, then perhaps the 
change to 'unrestricted input' would be justified. Folr the present and 
near fu~ture, I cannot see any possible savings to society which would 
justify either the loss of some of the copyright owner's powers, or the 
cost to society in g e n e ~ d  for the machinery which would be required to 
administer the now system. 

The Problem of Dual Protection : 

As a general principle of law it can be said that courts are most 
relucta~~t to grant dual protection. While this is especially true in the 
area of contract and nagligence,l" the question has recently been raised 
in regards to palenits and copyright. In Catnic Components Ltd. v. Hill 
and Smith Ltd.,lU Whitfofrd J .  allowed a defence based upon the argu- 
ment that once an applicant had applied for a patent, copyright was 
abandoned in all the material and drawings which were filed in support 
of the application. With no copyright protection in the drawrings, once 
the patent proitection ceased, for whatever reason, any user would ba 
considered to have an implied licence from the copyright owner. While 
this was clearly dictum in light of his earlier finding that the defendant 

149 I have limited this scenario to one of economic necessity. A military or 
national defense situation could probably be handled within the existing 
provision of s. 183 of the Copyright Act, 1908 (Cth). 

150 Photo Productions Ltd.  v. Securicor Transport L td .  [19801 1 All E.R. 556 
(H.L. (E) ). Here their Lordships again re~ected the concept of 'funda- 
mental breach' in regard to commercial contracts, and confined the plaintiff's 
remedies to those found within the amlbit of the contract; see also Ailsa 
Graig Fishing Co. L td .  v. Malvern Fishing Co. and Securicor (Scotland) 
Ltd.  (1981) S.L.T. 130 (1st Div.). In the carlier case of J. Nunes Diamonds 
L td .  v. Dominion Eleclric I'rotection Co.  (1976). 26 D.L.R. (3d), 698, the 
Supreme Court of Canada held that unless an independent t,ort could be 
established, falling outside the compass of the contract, the plaintiff must 
find his remedy in contract. 

151 Catnic Components L td .  v. Hill and Smi th  Ltd. (1978) F.S.R. 405 (H.Ct.1. 
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had not copied the plaintiff's drawings of the sted 'box shape' lintel in 
question, such an observation by one so experienced in the fidd of 
intellectual property law must be treated with great deference. Art page 
427 of the report, he sets forth the proposition in the following manner: 

In my view, by applying for a p~atemt and accepting the statutory 
obligation to describe and if necessary to illustrate embodiments of 
his invention, the patentee necessarily makes an election accepting 
that, in return for a potential monopoly, upon publication, the 
material disclosed by him in the specification must be deemed to 
be open to be used by the public, subject only to such monopoly 
rights as he may acquire on his application for the patent and 
during the period for which his monopoly remains in force, what- 
ever be the reason for the determination of the monopoly rights. 
If this be correct, . . ., upon publication, the plaintiffs must be 
deemed to have abandoned their copyright in drawings the equiva- 
lent of the patent drawings. 

The statement is on its face quite straightforward, and the only quas- 
tion raised, aside from its validity at law, is over the scope of the words 
'drawings the equivalent 04 the patent drawings'. From the facts O4 the 
case I believe that this abandonment would ble confined to drawings 
used in the application and any information which could be inferred 
from the said design or its intended application;l52 in Catnic the dimen- 
sions being an obvious functioln of the number of layers of bricks and 
mortar that the lintels would support. The f a r  which some commenta- 
tors have expressed, that this is meant to extend to cover the more 
detailed engineering drawings used in the autual production process, is 
in my opinion unfounded.153 

While the case later went to the Court of Aplpcal,154 its finding rhat 
there had indeed been no copying made a consideration of the abandon- 
ment argument unnecessary. However, Buckley L.J., in delivering the 
leading judgment, re-stated the basic proposition and although he con- 
sidered it 'interesting', declined to 'express any concluded view upon the 
question'.l65 

The years since then have nolt been kind to Chis proposition; many 
learned commentators have declined to support the view and subsequent 
courts have rejeuted it. While Ricketsonl56 and the authors of Copinger 
and Skone James on Copyright157 appear to disagree by implication, 
Cornish has been more forthright: 'However desirable this may seem 

152 Alastair Wilson, 'Industrial Copyright versus Patents: Where does the 
conflict begin and end?' E.I.P.R. 1 (1978): 25. Also see Ian C. Baillle, 
'Design Copyright Protection in the U.K.', Intellectual, Lawyer 15 (1981): 
101, and the decision of Kearney J.  in Ogden Industrzes Pty .  L td .  v. K i s  
(Australia) P tu .  L td .  (1983) 45 A.L.R. 129 at  p. 146 (S,C.N.S.W.). 

153 Hugh Laddie, e t  al., T h e  Modern  L a w  of Copymght,  (London: Butter- 
worths, 1980), a t  pp. 364-5, para 10.87. 

154 Catnic Comnonents v. Hill and S m i t h  L td .  (1979) F.S.R. 619 (C.A.). ~, . . 
Ibid, a t  p. 628. 
Staniforth Ricketson, T h e  L a w  o f  Intellectual Property (Sydney: The Law 
Book Company, 1984), a t  pp. 365-6. 
E. P. Skone James, John F. Mummery, J. E. Rayner James, Alan Latman 
and Stephen Stilman, Copinger and Skone James o n  Copyright, 12th ed. 
(London: Sweet and Maxwell, 1980), a t  p. 120. 
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[the &andoment d copyright upon ~ p p l ' i ~ t b n  for patent proltectionl, 
it is a purely judlicial glass which may not survive in an ~ppellate 

The Laddie text, The Modern Law of Copyright,l59 hws rhe 
most complete discussion of 'the colncept and thei'r view is that the argu- 
ment is wrong in llaw. It is their opinion That [the correct polsition is 'thzt 
sat forth b~y Byrne J. in 1904 and subsequently upheld b~y the Court of 
Appeal: Werner Motors Ltd. v. A. W .  Gamage Ltd.lm T11at case was 
concerned with a registered design for a moltor-cycle frame and later, 
the same article b m e  ,the subject of a patent. The defendm$ who 
later infringed (the design copyright in the frame, argued that the kter 
patent #application by the plaintiff had voided their earlier design copy- 
right. Byrne J. rejected rhabt submission and held *hat the two were 
mu~tually exclusive, each protecting different things, and that the granting 
of 'the patent did nolt invalidate rhe design copyright; both colul~d exist 
concurrently. 

[TJhere is nothing inconsistent between a grant for a Patenit and 
a Coincident right and existence of a statutory right to a Design. 
The object and privilege conferred by Letters Patefit are wholly 
different from the object and privilege conferred by Statute and a 
Design by registration. They may be co-existent, and the rights 
conferred do not clash.lG1 

Judicial consideration has based its reluctance to ,acceplt $this aIrandcm- 
mmt concept upon four grounds: the fact that the statement of principle 
by Mr Justice Whitford was diotum and not buttressed by any cited 
authorilty; the lack olf support in the Court of Appeal in general, and the 
response of Buckley L.J. in particular; the critical response from learnd 
commentators; and finally, tlhe view of Byrne J. in the Wermr case, 
supra, which was upheld by a strolng bench in the Court of Appeal and 
which was not argued befolre Whitford J., b,ut only cited by the pllahtiff 
in his argument before the Court of Appeal.lGz Pethaps the sentiment of 
the Courts can best be shown from this passage from the decision of 
Kearney J. in Ogden Industries Pty. Ltd. and others v. Kis (Australia) 
Pty. Ltd.163 After a'llowing the defendant a defence based upon s. 77 
of the Copyright Act 1968 (Cth.) (because of the pldntiff's fdlure to 
register his 'registerable' design for  the keys), he went on to state that 
al&ough he hid great respect for Whitfolrd J., he co~ul,d not act* a 

158 W. R. Cornish, Intellectual Property (London: Sweet and Maxwell, 1981), 
ab p. 418. 

159 Hugh Laddie, et al., supra, note 153 a t  pp. 364-6. 
160 Werner Motors Ltd .  v. A. W7. Gamage Ltd.  (1904) 21 R.P.C. 137 (Ch.), 

and (1904) 21 R.P.C. 671 (C.A.). 
161 Ibid, Ch. a t  pp. 146-7. 
162 Dennison Manufacturing Company v. Prestige Toys  Ltd.  Auckland Regis- 

try; A543/80; 5 Sept. 1980. An unreported decision of Speight J. in the 
High Court of New Zealand). Wham-0  Manufacturing Co. v. Lincoln 
Industries (1981) 2 N.Z.L.R. 628 (H.Ct.). Ogden Industries Pty.  Ltd.  and 
Others v. Kis  (Australia) Pty.  Ltd.  (1983) 45 A.L.R. 129 (S.C.N.S.W.). 

163 Ogden Industries P.y. Ltd.  v. Kis  (Australia) Pty .  Ltd.  (1983), 45 A.L.R. 
129 (S.C.N.S.W.). 
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view which held that the plaintiff's patent application constituted an 
abandonment of any copyright which may have existed in the drawings 
d the keys in question: 

Thus, whether Whitford J's statement is to be adopted, or a pos- 
sible legislation hiatus exists, is problematical. Any opinion ex- 
pressed by one so preeminent in this sphere as Whitford J. must 
command absolute respect. Nevertheless, his Lordship's opinion 
was expressed after concessions were made by Counsel and without 
consideration of the earlier Court of Appeal decision [Werner v. 
Gamage, supra]. On this basis I would have concluded that some- 
thing more than the existence of the patent would be required to  
deprive a patentee of his concurrent copyright rights.164 

This issue has an impact upon the field of compilations and was so 
noted by Professor Dworkin in his comment on Elanco Products Ltd. 
and Another v. Mandops (Agrochemical Specialists) Ltd. and Another.165 
In that case, the plaintiff had devdopeld a selective herbicide called Tri- 
fluralin and on which the patent proteution had expired in 1978. The 
defendant then began to sell this herbicide, but at a discount of twenty- 
five per cent from the plaintiff's price. The problem arose over the 
defendant's copying of the plaintiff's sales literature in designing its own 
label and sales material. The information taken could all be gleanad 
from public sources, but the defendants copied the plaintiff's. The 
ddendant took the view that it was public information and not pro- 
tected; also, that the information here was the idea itself - not the 
expression of the idea. The plaintiff relied on Ladbroke (Football) v. 
William Hill Football (Football), supra, claiming that the expression of 
information will also be protected even though most of the effort has 
gone inlto its ascertainment and not its presentation or layout. 

In the course of deciding to allow the appeal and grant the inter- 
locutory injunction, the court made the following points. The first, that 
while the ddendant could nolt copy the plaintiff's compilation (if it was 
folund to be protected by copyright), it did not have to go so far as to 
conduct its own experiments. It could also use material in the public 
domain; reports submitted to regulatory authorities and by implication, 
nuaterial in the patent appllication which had expired.166 

Also, if it was found that the plaintiff's compilation (labd and ad- 
vertising material or ins~tructions) were the subject of copyright, did the 
defendants subsequent re-arrangement of the first labd, in designing the 
second and third label (which looked completely different from the 
plaintiff's although they contained the same information), go far enough 
to cure the initial infringement ? This question was based on the state- 
ment of Colllins M.R. in MofJatt and Paige Ltd. v. George Gill and 

164 Ibid, a t  p. 145, emphasis added. 
165 Elanco Products L td ,  and Another v. Mandops (Agrochemical Specialists) 

pnd Another L19791 F.S.R. 46 (C.A.), and case comment by Gerald Dworkin, 
Elanco Products - The ~deas-express~on d~chotomy', E.I.P.R. 1 (1979): 117. 

166 Ibid, per Goff L.J. a t  p. 54. 
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SonslG7 which held that after the issue of an infringing copy of a pro- 
tected work, a colorable imitation would not be allowed either.lGs 

While it appears that the Mandops case has been setttled between the 
plarties, it did raise some interesting points. On the biasis of pure copy- 
right theory and the observations oif Goff L.J. at page 54, one would 
believe that the above situation would never have arisen if the defendant 
had first applied some effort and set out his own format for the printed 
material. While he could not copy the plaintiff's, the bastic information 
was readily available in the trade literature, and he could also usa tha 
information supplied to (the Agricultural Chemical Approval Scheme as 
well as the Pesticide Slafety Precaution Scheme. The fact rhat his labd 
might have been very much like the ptaintiffs, because of the inherent 
properties of (the compound in question, woluld be irrelwan~t since no 
direct copying was involved. 

Be that as it may, it would seem that a better view would be that taken 
by Whitford J. in the Catnic case; but here extending the concept from 
'drawings' involved in the patent application to all material submitted 
for the patent as well as any supplied in the process of abstaining regu- 
latory a~rplroval for distribution. Thus in the Mandops case, even though 
the defendant had copied the plaintiff's label and instruction material, 
because it was the resullt of the inherent nature of the agent p r o t e ~ t d ,  
and also the subject of reports submitted to the safsty and agriculltural 
autthorities, it would noit be protect& after the patent had expired, and 
not in copyright once the patent application had been filed. On a public 
policy basis it is just to0 inefficient to require anolther entrant into a 
market to go through fhe process of designing a label which will not 
infringe a pre-existing me,  this after the first has enjoyed a period of 
monopoly and supposedly recovered h5s developmen~t costs. While in 
the Mcllndups case it may have been relatively s~imple to design a non- 
infringing label, What would be the case in ten years time when there 
may be twenty companies selling the same compound and all of than  
attempting to put the same information onlto labds and to do so in a 
manner that does not infringe rhat of their cornpatitors. In such insltances 
we could very wdl see a situation when a chemical company would 
decide to manufaoture and markat a compound that is no longer pro- 
tected by patent; the technical manuhoturing converslion being com- 
pleted in a week, but the whole process k i n g  delayed for months because 
a non-infringing labd containing public domain information cannot ba 
designed. 

Anolther argument againsit copyright protection in these circumstances 
is t h ~ t  d public safety. While in Mandops there was no dispute over the 
importance of the information, there was certainly some question of 
whether users in fact ever read it.lGg I believe that in cases dealing with 

167 Illoffatt and Paige Ltd.  v. G e o ~ g e  Gill and Sons Ltd.  (1902) 86 L.T. 465, 
at pp. 471-2 (C.A.). 

168 Elanco Products, supm. note 165, per Buckley L.J. at pp. 57-8. 
169 Ibid, per Goff L.J. at p. 49. 
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potentially lethal agenits such as herbicideis, the most simple and easy to 
understand labds and instructions for use should be used; it would be 
a tragedy for someone to be polisoaed or a crop ruine~d just because rhe 
only way to produce an acceptable non-infringing label was to make it 
so complicated or obltuse that the user will nolt bother to read it. 

Potential plaintiffs could still protect their reputations and markets 
through the use of passing off and s. 52 of the Trade Practice Act (Cth.), 
should they fed their competitors lab ls  and material confuslion.170 Also, 
it might create further impetus for the devdopmeilit of the broader 
concept of the tort of unfair competition, allowing the economics of the 
Whole situation to  be considered and not just copyrighlt principiles.171 
As Professor Dworkin has stated in this context, the reluctance of English 
courts 'to attemplt American style fundlamental analysis'li2 in situations 
such as the Catnic case, leads one to conclude that the only realistic 
solution would be to nolt only implement the re~commendations of the 
Whitford Committeeli3 and the Green Paper1i4 in relation to patents 
and the copyright in drawings, but to also go further and extend this 
prolhibliltion to all miaterial that is used for the patent application as well 
as any suibsquent regulatory approval. 

Conclusion : 

In closing this paper, I proplose to briefly reapittulate my assessment 
of the current situation and recommendations for improvement. 

As to the general field of compilations, I do nolt fed that any changas 
in basic principles are called for. Given the inherent problems of balanc- 
ing the idea/expression dichotomy as well as the public's right to know- 
ledge versus the author's right to the fruits of his labour, the present 
course is probably the best that could be hoped for. The Whitford 
Committee raached much the same conclusion in their 1977 report, 

170 IIoffman-La Roche and ( '0.  A G. v. D.D.S A. Pharmac~uticals L td  (1972) 
R.P.C. 1 (C A ), hrrc protecting the 'gct-up' of the Lzbrzum diug acpsulc 
from copylng by the d~fendant manufactarlng undcr a compulsory llcence 
scheme See also Wzllzam Edge and Sons v. Wzllzam Nzccolls and Sons Ltd.  
(1911) A.C. 693 ( E L .  ( E )  ), nheie t h e ~ r  Loidsh~ps rernstated an ~n~unc t lon  
against the defrndmts ~ m ~ t a t ~ n g  the pla~ntlff's laundry blue 'getcup'; t h ~ s  
after the pla~ntiff's patent had been declared inval~d 

171 Gerald Dmorkin, 'Unfa~r Compet~t~on Is the Common Law Developing a 
New Tort?' l3.IP.K. 1 (1979) 241. Regrett,~bly, the reccnt dec~jlon of the 
Full Court of the High Coult of Alistral~a In IlIoorgate Tobacco Co. v 
Phzllzp Morrzs ( N o  2) ,  [I9851 A.L.J.R 77 a t  p. 86 (pcr Deane J.), would 
appcar to deny the ev~atence of any such general tort ~f 'unfair com- 
pet~tion' has bcen dec1,rred a heresy when used as a shield to defend one's 
proprietary r~ghts, it is hardly likrlv to mconnter a warmer reception when 
wielded as a sword against the rlghts of othcrs. 

172 Gerald Dwork~n, supra, note 165 a t  p. 117. 
173 The Whitford Committee, supra, note 133 at  p. 220, para 818. 
174 The Grecn Paper, supla, note 133 a t  pp. 60-61, para 15. Note also that the 

Flanlcl Comm~ttee felt that any copjrlght In a d~awlng. uscd In a patent 
or design apphcat~on sllould not be ~nf~ lnged  by the manufacture of a 
three-d~mcnmonal article after thc patent or dcvign has expired Report on  
the Law Relalzng t o  Deszgn, 1.55'3, Deslgn Law Reblew Comnuttee, F ~ r s t  
Term of Reference, a t  p. 54, para 257. 
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holding that 'adequate copyright protection already exists for tables and 
lists. . . and that no special action is called for'.17j 

In regards to the argument for unrestricted 'input' for computer data 
bases, I believe that unless a radical change is calleld for because of 
economic necessity, the law should remain unchanged in this area. Also, 
the law in regard to the display of works on video display units should 
be clarified. If such use is found not to be an infringing use, then copy- 
right owners can take this into account when negotiating the contract 
allowing the input of the work. 

Finally, in regard to the matter 0 1  'dual protection', I bdieve that 
serious consideration should be given to the idea of limiting copyright 
protection in regard to any material used in a patent application as well 
as any supplied in obtaining subsequent government approval for the 
sale of the product. In instances where a produot receives a patent 
monopoly for a given period, it hardly makes sense in today's com- 
mercial climate to allow the patentee to continue with a de facto mon- 
opoly under copyright when the legal one has expired. Given the recep- 
iton granted to Mr Jusltice Whitford's views in Catnic, all that can ba 
hoped for is that the recomn~endations of the various committees will be 
heeded.176 As the matter stands today, this continued copyright protec- 
tion leads not only to economic inefficiency but also to potentially 
dangerous situations when applied to the labelling of hazardous products. 

175 The Whitford Committee, supra, note 129. 
176 The Green Paper, supra, note 174; The Whitford Committee, supra, note 

173. 




